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DECIDED: May 8, 2008

Before LOURIE, LINN, and PROST, Circuit Judges.

Opinion for the court filed by Circuit Judge PROST. Opinion dissenting-in-part filed by
Circuit Judge LOURIE.

PROST, Circuit Judge.

This is a patent case pertaining to alleged infringement by Microsoft Corp.
(“Microsoft”) and Dell Inc. (“Dell”) of two patents, U.S. Patent No. 5,649,131 (“the 131
patent’) and U.S. Patent No. 4,701,954 (“the ’954 patent), owned by Lucent
Technologies Inc. (“Lucent”). The United States District Court for the Southern District
of California granted summary judgment of non-infringement of the 131 patent, Lucent

Techs., Inc. v. Gateway, Inc., Nos. 02-C-V-2060, 03-CV-0699, 03-CV-1108, 2007 WL

925359 (S.D. Cal. Mar. 8, 2007), and the '954 patent, Lucent Techs., Inc. v. Gateway,

Inc., Nos. 02-CV-2060, 03-CV-0699, 03-CV-1108, 2007 WL 925354 (S.D. Cal. Mar. 6,
2007). Lucent appeals the district court’s construction of the term “terminal device” in
the 131 patent and construction of the phrase “each successive iteration including the
steps of’ in the ’954 patent, and its finding of non-infringement based thereon.’
Because we find that the district court erred in its construction of “terminal device,” we
vacate its grant of summary judgment of non-infringement of the 131 patent and

remand for further proceedings. We affirm the court’s construction of “each successive

! Prior to oral argument, Lucent and Gateway entered into a confidential

settlement agreement. Thereafter, the parties filed a joint motion for voluntary dismissal
of Appeal No. 2007-1336 and dismissal of Gateway as an appellee in Appeal No. 2007-
1334.
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iteration including the steps of’ and its grant of summary judgment of non-infringement
of the '954 patent.
I
The two patents at issue relate to very different technologies. The invention
disclosed in the '131 patent is a communications protocol that facilitates the exchange
of information between a host processor and a terminal device. ’131 patent, col. 1, Il. 4-
13. A host processor is a computer that communicates with multiple users to provide
services such as transaction processing (e.g., online banking services) or database
access. A user accessing the services provided by the host processor communicates
with that host processor through a terminal device such as a portable computer,
workstation, or smart phone. The claims of the ’131 patent are directed to methods for
exchanging messages between a host processor and a terminal device. Claim 1 is
representative:
A method of operating a host processor communicating with a terminal
device, said method comprising the steps of
assigning an identifier to a respective one of a plurality of input
object types, and
transmitting said identifier and its respective input object type to
said device, wherein said plurality of object types includes at
least two of the object types choice, entry, text, and image.
’131 patent, claim 1 (emphasis added).?
On March 2, 2004, the District Court for the Southern District of California issued

an amended claim construction order, construing the claim terms in the 131 patent.

Lucent Techs., Inc. v. Gateway, Inc., Nos. 02-CV-2060, 03-CV-0699, 03-CV-1108 (S.D.

2 Although the term “terminal device” appears in the preamble of the claim,

it is referenced in the body of the claim and the parties do not dispute that it is a
limitation.
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Cal. Mar. 2, 2004). Of relevance here, the court construed the term “terminal device” to
mean:

[A] computing device such as a data terminal, workstation, portable
computer, or smart phone that enables a user to communicate with a host
processor. It manages its associated display itself and manages its
internal memory with the assistance of the host processor.

Id., slip op. at 4 (emphasis added).
Three years later, the district court granted Dell and Microsoft’'s (“defendants’™)

motion for summary judgment of non-infringement of the '131 patent. Lucent Techs.,

Inc. v. Gateway, Inc., Nos. 02-CV-2060, 03-CV-0699, 03-CV-1108, 2007 WL 925359

(S.D. Cal. Mar. 8, 2007). In its order on summary judgment, the court explained that its
prior construction of the term “terminal device” was based on the specification and the
prosecution history. Id. at *2. In particular, the court stated that it relied on the
summary of the invention and certain statements made during prosecution
distinguishing the prior art Busboom patent as the basis for its construction of the term.
Id. The court went on to state that although the specification indicates that the host
computer may provide attributes that control display on the terminal device, none of the
attributes control the location of objects on the display. Id. After reviewing the
specification and the prosecution history, the court then refined its definition of “terminal
device” to “exclude[] arrangements where the host processor controls the positioning of
objects on the display of the terminal device.” 1d. The court found that, in the accused
devices, the host processors (web servers) participate in determining the location of

objects on the display of the terminal device (computer). Id. Accordingly, the court
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granted the defendants’ motion for summary judgment of no literal infringement.® 1d. at
*3. The court also granted the defendants’ motion for summary judgment of no
infringement under the doctrine of equivalents because Lucent had failed to bring forth
any evidence to support its infringement contentions; and, the court granted the
defendants’ motion for summary judgment of no indirect infringement because there
was no direct infringement. Id. at *3.

The invention disclosed in the '954 patent relates to digitizing—or encoding—
speech. Specifically, the claims are directed to methods of compressing speech by
removing redundant pitch information. Claim 6 is representative:

A method for producing a speech message comprising:
receiving a sequence of speech message time frame!*! signals . . .
and
generating a speech pattern . . . the first coded excitation signal
for said frame being formed by the steps of:
partitioning a speech pattern . . .
generating a set of predictive parameters . . .
producing a signal . . . and
generating a multipulse excitation code having a sequence of
n=1, 2, . . ., N pulses for each successive time frame to
provide prescribed coded speech pattern quality where N is
substantially independent of the pitch of the speech pattern

3 Although the court found that there was no genuine issue of material fact

with respect to whether the accused devices met the “terminal device limitation,” the
court concluded that Lucent had raised a genuine issue of material fact with respect to
whether the accused devices met other claim limitations, including the requirement of a
terminal device that it “manage]] its internal memory with the assistance of the host
processor,” the limitation “transmitting said identifier and its respective input object type
to said device,” and the limitation “assigning an identifier.” Lucent Techs., Inc. v.
Gateway, Inc., Nos. 02-CV-2060, 03-CV-0699, 03-CV-1108, 2007 WL 925359, at *3
(S.D. Cal. Mar. 8, 2007). The court, however, did not need to resolve those factual
issues since it determined that there was no literal infringement because the accused
devices did not satisfy the requirement of a terminal device that “it manage|] its
associated display itself.” Id.

4 Speech can be divided into a series of successive “frames.” Each “frame”

of speech, in turn, consists of multiple “pulses.”
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by iteratively forming a sequence of pulses for said time

frame, each pulse having a magnitude B and a location m

within

the frame in successive iterations and each

successive iteration including the steps of:

combining said time frame predictive parameter signals

with said time frame predictive residual signals to
from a signal y(n) corresponding to the time frame
speech pattern portion, [step 1]

combining the excitation pulse sequence of the preceding

iteration with said time frame predictive parameter
signals to form a signal z(n) corresponding to the
contribution of the preceding iteration excitation pulse
sequence to the time frame speech pattern portion,
[step 2]

forming a signal representative of the differences

between said signal y(n) corresponding to the time
frame speech pattern portion and said signal z(n)
corresponding to the contribution of the preceding
iteration excitation pulse sequence to the time frame
speech pattern portion, [step 3]

comparing the current time frame signal representative of

the differences between said signal y(n)
corresponding to the time frame speech pattern
portion and said signal z(n) corresponding to the
contribution of the preceding iteration excitation pulse
sequence to the time frame speech pattern portion of
the current time frame with the signal of prescribed
preceding time frames representative of the
differences between said signal y(n) corresponding to
the preceding time frame speech pattern portion and
said signal z(n) corresponding to the contribution of
the preceding iteration excitation pulse sequence to
the preceding time frame speech pattern portion to
generate a signal yp(n) representative of speech
pattern portions of said preceding time frames having
a predetermined degree of similarity to the speech
pattern portion of the time frame, [step 4] and

producing an excitation pulse of magnitude B and
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location m for the present iteration responsive to the
differences between said speech pattern portion
representative signal y(n) and the sum of said signal
representative of the contribution of the preceding
iteration excitation pulse sequence to the time frame
speech pattern portion and said signal yy(n)
representative of similar speech pattern portions of
said preceding time frames. [step 5]



‘954 patent, claim 6 (emphases added).
On April 15, 2004, the district court issued a claim construction order, construing

the claim terms in the ’954 patent. Lucent Techs., Inc. v. Gateway, Inc., Nos. 02-CV-

2060, 03-CV-0699, 03-CV-1108 (S.D. Cal. Apr. 15, 2004). Of significance to this
dispute, the court construed the phrase “each successive iteration including the steps
of” to require that “all of the steps following this clause [steps 1-5] must each be
performed in forming each pulse.” Id., slip op. at 7.

On January 12, 2007, the district court issued an order granting Lucent’s motion
for summary judgment precluding Microsoft from asserting laches and/or equitable
estoppel as an affirmative defense against Lucent with respect to the 954 patent.

Lucent Techs., Inc. v. Gateway, Inc., Nos. 02-CV-2060, 03-CV-0699, 03-CV-1108 (S.D.

Cal. Jan. 12, 2007). Thereafter, on March 6, 2007, the district court granted the
defendants’ motion for summary judgment of non-infringement with respect to the '954

patent. Lucent Techs., Inc. v. Gateway, Inc., Nos. 02-CV-2060, 03-CV-0699, 03-CV-

1108, 2007 WL 925354 (S.D. Cal. Mar. 6, 2007). The court clarified that its claim
construction required that each of the five steps actually be performed during each
pulse forming iteration, and did not allow for an interpretation where one or more of the
step(s) is performed in one pulse-forming iteration and then the results of the step(s) are
used in subsequent iterations. |d. at *3. Because Lucent had presented no evidence
that the accused devices performed each of the five steps in performing each pulse, the
court granted the defendants’ motion for summary judgment of no literal infringement.
Id. The court also concluded that Lucent could not prevail on its claim of infringement

under the doctrine of equivalents because the patentee had narrowed the claims during
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prosecution for reasons relating to patentability and Lucent did not successfully rebut
the presumption of surrender under the tangential exception. Id. at *5-7. The court,
therefore, granted the defendants’ motion for summary judgment of no infringement
under the doctrine of equivalents. Id. at *7.

Lucent appeals the district court’'s construction of the two claim terms, one in
each patent, and the court’s grant of the defendants’ motion for summary judgment of
non-infringement with respect to each patent. We have jurisdiction pursuant to 28
U.S.C. § 1295(a)(1).

I
We review a district court’s grant of summary judgment de novo. Innogenetics,

N.V. v. Abbott Labs., 512 F.3d 1363, 1378 (Fed. Cir. 2008). Claim construction is a

question of law which we review de novo. Cybor Corp. v. FAS Techs., Inc., 138 F.3d

1448, 1456 (Fed. Cir. 1998) (en banc). In determining the meaning of a disputed claim
limitation, we look primarily to the intrinsic evidence including the claim language,

written description, and prosecution history. Phillips v. AWH Corp., 415 F.3d 1303,

1312-17 (Fed. Cir. 2005) (en banc).
1
With regard to the 131 patent, Lucent agrees that the first sentence of the district
court’s construction of the term “terminal device”—i.e., “a computing device such as a
data terminal, workstation, portable computer, or smart phone that enables a user to
communicate with a host processor”—is correct. Lucent avers, however, that the

district court erred in further defining “terminal device” to be a computing device that
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‘manages its associated display itself” and to “exclude[] arrangements where the host
processor controls the positioning of objects on the display of the terminal device.”
A

The claims themselves do not define the term “terminal device.” The claims are
directed to a “method of operating a host processor communicating with a terminal
device,” and the method steps include assigning an identifier to an object and
transmitting the identifier and object to the terminal device. There is nothing in the
claims to suggest a construction requiring that the terminal device manage its
associated display itself and to exclude control by the host processor of the positioning
of objects on the terminal display. If anything, the claims suggest that the host
processor plays some role in controlling the display of objects by the terminal device.
We, therefore, look to the specification to aid in construing the term.

B

Lucent contends that the Abstract of the 131 patent defines “terminal device”
broadly to encompass a workstation, smartphone, or portable computer, and further
provides that the host processor plays a role in controlling the display of objects on the
terminal device. The defendants, in contrast, argue that the Abstract indicates that the
terminal device is solely responsible for object display.

The Abstract recites:

The invention is directed to a communications protocol which facilitates

the exchange of interface information between a host processor and a

terminal, such as a workstation, smart phone, portable computer etc., by
associating an object that is to be displayed on the terminal display with a

° Lucent does not contest, and the parties do not dispute, the portion of the

court’s claim construction requiring that the terminal device “manage[] its internal
memory with the assistance of the host processor.”
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particular identifier, and by associating input information entered in
response to a user manipulating a displayed object with the associated
object identifier, rather than the location of the displayed object.
Accordingly, a host processor may specify relative rather than specific
attributes for_an object that is to be displayed on a terminal display,
thereby leaving it up to the terminal to display an object in accord with its
own capabilities.

’131 patent, Abstract (emphases added).

We agree with Lucent that the Abstract does not support the district court’s
construction of “terminal device.” Although the Abstract indicates that it is the terminal
device that ultimately displays the objects and it does so “in accord with its own
capabilities,” the Abstract also indicates that the host processor plays a role in
specifying at least relative information for object display on the terminal device. Thus,
the Abstract does not compel a definition of “terminal device” limited to a device that
‘manages its associated display itself,” and it does not compel a definition that
“‘excludes arrangements where the host processor controls the positioning of objects on
the terminal display.”

Lucent further argues that the Summary of the Invention defines “terminal device”
by way of example to include a computer terminal, workstation, or smartphone. To the
extent that the Summary of the Invention suggests that the terminal device exercises
sole control over its display, Lucent contends that such control is limited to control over
the form of objects, and not control over their location (i.e., placement and arrangement)
or other appearance characteristics. The defendants, in contrast, argue that the
Summary of the Invention clearly indicates that the terminal device exercises sole

control over the display of objects.
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The Summary of the Invention provides:

Based on the foregoing, we have recognized that there is a need for a
communications protocol that is independent of the host transaction
processor as well as the operating characteristics of different types of
terminals, workstations and/or so-called smart phones that the host might
communicate with. Thus, an advancement in the an [sic] is achieved by
providing a communications protocol for exchanging application interface
information between a host computer and user _terminal, workstation or
smartphone, in which the host, in accord with an aspect of the invention,
associates different types of objects with respective identifiers and then
transmits an object type and its associated identifier to the terminal device.
The terminal device, in turn and in accord with an aspect of the invention,
displays the object in a form determined solely by the terminal device but
in accordance with respective predefined policies. If a user manipulates a
displayed object type then, in accord with an aspect of the invention, data
representative of such manipulation is generated and transmitted with the
associated object identifier to the host processor.

Id., col. 2, Il. 7-26 (emphases added).

We agree with Lucent that the Summary of the Invention does not support the
district court’s claim construction. The Summary of the Invention explains that the
invention is a communications protocol between the host processor and the terminal
device that functions independent of the operating characteristics of a specific terminal
device. This is in contrast to the prior art, which, as discussed in the Background of the
Invention, required that the host initially request the identity of the computer terminal
and then format the display commands to suit the particular computer terminal. 1d., col.
1, 1. 19-27. In context, it is clear that there is an exchange between the host processor
and the terminal device, and that the host processor associates identifiers with objects
to assist in controlling display. Although the Summary of the Invention indicates that the
terminal device may exercise control over the form of objects, it is silent with respect to
other aspects of display, including the placement or location of objects. Even with

regard to object form, the control by the terminal device is limited by predefined policies,
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presumably originating from the host processor.® Moreover, control of object form by
the terminal device is “in accord with an aspect of the invention,” and not necessarily
required in all embodiments of the invention. Hence, the Summary of the Invention
does not support a construction of “terminal device” to require that the device “manage]]
its associated display itself,” and certainly does not require exclusion of “arrangements
where the host processor controls the positioning of objects on the display of the
terminal device.”

In support of the district court’s claim construction, the defendants rely primarily
on a preferred embodiment directed to smartphones in the Detailed Description for
support for the district court’'s construction of “terminal device.” In particular, the
defendants cite the following passage from the Detailed Description:

A station set, such as station set 10 (FIG. 1) may have one or more

limitations, namely, the size of its associated display and internal memory.

In_accord with the principles of the invention, a terminal that is

communicating with transaction processor 200 manages its associated

display itself, and manages its internal memory with the assistance of
processor 200. In particular, during the exchange of session and
connected messages, station set 10 sends a value defining a “chunksize”

to processor 200, in which the “chunksize” value is indicative of the

number of characters that can be displayed at one time on the station set
10 display.

Such an interpretation is supported by the Detailed Description, which
states:
Processor 200 then begins transmitting (“downloading”) a series of
objects. These objects are interpreted by station set 10 in accordance
with a set of predefined specifications, or policies, relating to the way
different types of objects (or symbols) should be presented to the user,
i.e., displayed on display 12.
131 patent, col. 3, Il. 53-58. Hence, the terminal device must follow predefined policies,
which specify how objects are to be displayed.
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Id., col. 6, I. 59-col. 7, I. 2 (emphasis added). This passage, according to the
defendants, expressly requires the terminal device to “manage][] its associated display
itself.” Such control must be absolute, according to the defendants, to distinguish from
internal memory, which is controlled with the assistance of the host processor. Further,
the defendants argue, the language “[iln accord with the principles of the invention”
indicates that the cited portion of the Detailed Description does not pertain only to the
smartphone preferred embodiment, but is applicable to the invention as a whole.

Lucent responds that this portion of the specification relates to chunksize, i.e.,
“the number of characters that can be displayed at one time on the station set 10
display,” which affects the amount of text needed to be stored in memory at any one
time, not object positioning. Lucent further argues that this is an illustrative embodiment
directed only to smartphones and does not disavow other ways of performing the
invention. In addition, Lucent contends, the phrase “manages its associated display
itself,” if read in the context of the rest of the specification, means that the terminal
device has only some control over its display.

We disagree with Lucent that this passage concerns only chunksize. The
passage states both that the terminal device manages its display itself and that it
manages its internal memory with the assistance of the host processor. The
succeeding discussion of chunksize details only the management of internal memory.
We agree with Lucent that the smartphone in the Detailed Description is merely a
preferred embodiment but disagree that it cannot be considered in interpreting the

meaning of the claims. Nevertheless, the precise meaning of “manages its associated
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display itself” can best be gleaned from a review of the remainder of the Detailed
Description.

Lucent argues that the Detailed Description discusses numerous attributes that
enable the host processor to modify the appearance of an object and to direct the
arrangement and placement of objects on the terminal display. For example, Lucent
points to the discussion of the REGION object, which allows the host processor to
partition the terminal display into regions for the display of objects. According to Lucent,
the host processor may use the REGION object in combination with certain attributes to
establish the relative placement of objects in relation to a region or to each other.
Lucent avers that the host processor uses positioning attributes to organize the relative
layout of objects; then, the terminal device creates the objects and displays them on its
terminal display. In other words, Lucent explains, the host processor controls relative
placement of objects, even if the terminal device determines the actual location of
objects.

The defendants contend that the REGION object is not characteristic of, or a
necessary part of, the invention. Further, the defendants argue, even with respect to
the REGION object, the Detailed Description provides that “the way in which a display is
actually partitioned into such regions is under the control of the station set or computer
terminal, e.g., station 10.” 1d., col. 8, ll. 16-18. According to the defendants, the host
processor only controls whether or not there are regions, not the partitioning of regions
or the placement of objects within regions.

We agree with Lucent that the Detailed Description indicates a role for the host

processor in the control of how and where objects are displayed on the terminal device.
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Even though the host processor does not maintain total control over object display, as in
the prior art, the host processor still plays a role in controlling object display, including
relative positioning of objects. The Detailed Description provides that the host
processor may designate various objects types and/or attributes that have some control
over object display. 1d., col. 5, ll. 34-36 ([E]ach such object type is associated with a set
of properties that is used to determine how the associated object type is to be
displayed.”); id., col. 5, Il. 45-48 (“[T]he attributes field associated with an object is a set
of boolean values arranged in a bit-map field that control the presentation
characteristics of an associated object.”). For example, the HIDE attribute controls the
visibility of an object on the display, id., col. 5, Il. 48-50, and the DEFAULT attribute
controls whether certain objects are highlighted or not. Id., col. 5, I. 65-col. 6, 1. 5. The
Detailed Description also provides that the host processor exercises control over how
the terminal device displays text. In particular, the WORDWRAP attribute specifies that
a displayed line end on a full word, whereas the PROMPT attribute specifies that text
may be truncated at the end of a line. Id., col. 7, ll. 29-33.

In addition, the Detailed Description provides that the host processor may control
the relative positioning of objects. For example, the Growable attribute specifies that, if
there is extra space on the display, the associated object should be moved up, whereas
the Shrinkable attribute specifies the reverse. 1d., col. 7, Il. 50-54. Finally, the host
processor may use the REGION object to organize its access to the display and to
partition a display into regions for the display of objects. Id., col. 8, ll. 5-18. Although
the Detailed Description also indicates that the terminal device controls how a display is

actually partitioned, the statement must be read in the context of the entire paragraph
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which clearly states that the host processor may use the REGION object to control
partitioning. Further, the REGION object may be associated with certain attributes,
namely, the Horizontal, Outer, and Up attributes, which control the orientation or
direction of placement of the objects on the display. Id., col. 8, Il. 33-59.

Accordingly, the definition ascribed by the district court to the term “terminal
device” is in conflict with the teachings of the Detailed Description, which clearly
indicates a role for the host processor in controlling the appearance of objects on the
display and controlling at least the relative positioning of objects on the display.
Therefore, we find a lack of support in the specification for the district court’s definition
of “terminal device” to require that the device “manage][] its associated display itself” and
to specifically exclude “arrangements where the host processor controls the positioning
of objects on the display of the terminal device.”

C

Finally, in further support of the district court’s claim construction, the defendants
argue that the prosecution history contains a clear disavowal of control by the host
processor over the location of objects on the terminal display. During prosecution, the
examiner rejected the claims under 35 U.S.C. § 102(e) over Busboom (U.S. Patent No.
5,345,553). Specifically, the examiner stated that Busboom teaches associating an
identifier with an object and transmitting the identifier and the associated object to the
terminal device, as per the claimed invention.

In response to the rejection, the applicants distinguished the claimed invention
from Busboom by arguing:

[lIn _contradistinction to the claimed invention, the Busboom apparatus
specifies the location at which an object is to be displayed on a display.

2007-1334, -1337, -1376 16



This is clearly demonstrated by the above example illustrating how the
host computer specifically specifies the display location of the so-called
edit mask position. That is, in the above example discussed in Busboom,
the semicolon (;) is displayed at position 5 and a hyphen (-) is positioned
at position 9.

In contrast, a host computer in the claimed invention does not specify
where an object type is to be displayed on the display of a terminal. The
reason for this is that it is the terminal and not the host computer which
decides where an object is to be displayed on the terminal display. Thus,
in accord with the invention, all that the host needs to do is to transmit an
object type and an independent identifier assigned to the object to the
terminal. Thereafter, the host terminal may cause the object type to be
displayed on the terminal display by transmitting the assigned identifier to
the terminal. The terminal, in response thereto, displays the object on the
display at a location selected by the terminal itself.

(Emphases added.)

The defendants contend that, in distinguishing over Busboom, the applicants
argued that the terminal device in the claimed invention determines by itself the location
of displayed objects without the assistance of the host processor, and thus the
applicants disclaimed control of object location by the host processor. Moreover,
according to the defendants, the disclaimer by the applicants was unqualified,
disclaiming all host processor control over object positioning, not just some control.

Lucent responds that the applicants’ arguments were not directed to defining the
term “terminal device,” but simply to distinguishing the claimed method from that
disclosed in Busboom. Further, Lucent avers, the cited prosecution history reveals that
the applicants recognized that the host processor in Busboom, like the prior art
disclosed in the Background of the Invention, used precise knowledge of the terminal
display to specify the actual location where objects were to appear. According to
Lucent, therefore, in distinguishing from Busboom, the applicants were only disclaiming

control of actual object location by the host processor, not relative positioning of objects.
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“[A] clear and unmistakable disavowal of scope during prosecution” may affect

the construction of a claim term. Purdue Pharma L.P. v. Endo Pharms., Inc., 438 F.3d

1123, 1136 (Fed. Cir. 2006); Rexnord Corp. v. Laitram Corp., 274 F.3d 1336, 1343 (Fed

Cir. 2001). We agree with Lucent that the cited prosecution history does not contain a
clear disavowal of any control by the host processor over object location. The first
paragraph of the argument made during prosecution indicates that the applicants

recognized that Busboom disclosed control of actual object locations (“the semicolon (;)

is displayed at position 5 and a hyphen (-) is positioned at position 9”) by the host
processor. In contradistinction, the applicants argue that the host processor of the
claimed invention exercises no such control. We cannot conclude from this prosecution
history that the applicants disclaimed control over relative positioning of objects by the
host processor. In fact, in the second paragraph of the prosecution argument, the
applicants note that the host processor of the claimed invention “transmit[s] an object
type and an independent identifier assigned to the object” to the terminal device,
consistent with the notion that the host processor exercises some control over object
display.

Moreover, these statements by the applicants must be read in the context of its
overall argument distinguishing the claimed method from the method disclosed in
Busboom. Notably, the applicants go on to distinguish over Busboom by pointing out
that Busboom does not disclose associating an object type with an identifier as is
expressly required by the first step of the method of operating a host processor of claim
1. Therefore, the arguments made by the applicants during prosecution clearly

distinguish the claimed method from that of Busboom, but do not constrain the definition
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of “terminal device,” as urged by the defendants. In sum, we find no clear disavowal in
the prosecution history of all control by the host processor of object appearance and
positioning on the terminal display.
D

Because we find that the specification clearly supports a role for the host
processor in control of object display, including the relative positioning of objects, we
conclude that the district court erred in its construction of “terminal device” to require
that the device “manage]] its associated display itself” and, more particularly, to exclude
“arrangements where the host processor controls the positioning of objects on the
terminal display.” Instead, we find that the proper construction of the term “terminal
device” is as follows:

A computing device such as a data terminal, workstation, portable

computer, or smart phone that enables a user to communicate with a host

processor. It manages the actual positioning of objects on its associated

display itself and manages its internal memory with the assistance of the

host processor.
In light of our modification of the construction of the term “terminal device,” we vacate
the district court’s grant of summary judgment of non-infringement and remand the case
for a determination of infringement based on the revised construction of the claims of
the ’131 patent.

E

Dell argues that even if we reverse the district court's construction of “terminal

device” and vacate its grant of summary judgment of non-infringement based on that

claim limitation, we should then reverse the district court’s denial of summary judgment

that the accused devices do not infringe the “transmitting” step of the claims of the '131
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patent.” The court construed the phrase “transmitting said identifier and its respective
input object type to said device” to mean “transmitting information directly to the device

without first transmitting it to a site processor which then retransmits it.” Lucent Techs.,

Inc. v. Gateway, Inc., Nos. 02-CV-2060, 03-CV-0699, 03-CV-1108, slip op. at 5 (S.D.

Cal. Mar. 2, 2004). Dell does not appeal the court’s claim construction. Instead, Dell
argues that the accused devices do not infringe the claims because they transmit
information to intermediate nodes or processors, and not directly to the terminal device
as required by the court’s claim construction. Lucent responds that the intermediate
processors in the accused devices do not constitute “site processors” and, therefore,
the accused devices do infringe the claims of the ’131 patent.

After reviewing the briefs and hearing oral argument on this issue, the district
court found that Lucent raised genuine issues of material fact with respect to whether
the accused devices met this claim limitation, thereby precluding resolution of the issue

on summary judgment. Lucent Techs., Inc. v. Gateway, Inc., Nos. 02-CV-2060, 03-CV-

0699, 03-CV-1108, 2007 WL 925359, at *3 (S.D. Cal. Mar. 8, 2007). We agree with the
district court that this issue is not amenable to resolution on summary judgment and is

best resolved after weighing the evidence with respect to infringement presented by the

’ The parties appear to agree that the host processors (web servers) in the

accused devices participate in determining the relative location of objects displayed by
the terminal devices (client computers). In its order on summary judgment, however,
the district court concluded that Lucent had raised a genuine issue of material fact with
respect to whether the accused devices met other claim limitations, including the
“transmitting” step. See supra note 1. The court did not resolve those factual issues
because it found no literal infringement by the accused devices since they did not meet
the requirement of a “terminal device” that “it manage[] its associated display itself.” 1d.
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parties. Accordingly, we decline to reverse the district court's denial of summary
judgment of non-infringement based on the “transmitting” step.
\Y
We next turn to the '954 patent. The district court construed the phrase “each
successive iteration including the steps of” to require that “all of the steps following this

clause [steps 1-5] must each be performed in forming each pulse.” Lucent Techs., Inc.

v. Gateway, Inc., Nos. 02-CV-2060, 03-CV-0699, 03-CV-1108, slip op. at 7 (S.D. Cal.

Apr. 15, 2004). Lucent argues that the court erred in its construction. According to
Lucent, only step 5 needs to be performed in forming each pulse, whereas steps 1-4
may be performed only once per frame.
A

We begin with the claim language itself. Lucent argues that the term “including”
need not be interpreted to mean “comprising” because dictionary definitions suggest
that it may also mean “considering” or “involving as a factor.” Therefore, according to
Lucent, a reasonable interpretation of the claim does not require that all of steps 1-5 be
performed in each pulse-producing iteration. Rather, it contends that the phrase
“‘including the steps of” may be read to mean that performance of steps 1-4 can occur
outside the pulse loop provided that the results of those steps are used in the
calculation of pulses in step 5. Lucent further argues that one of ordinary skill in the art
would understand that the frame-based parameters, y(n), z(n) and yp(n), change only
with each successive iteration of frames and not pulses, and thus the value obtained for
each of steps 1-4 would not change with each pulse. Thus, according to Lucent, one of

skill in the art would read the claim to mean that only step 5 need be recalculated during
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each pulse-forming loop based on the values obtained from steps 1-4 at the beginning
of each frame.

The defendants, on the other hand, argue that the ordinary and plain meaning of
the claim supports the district court’s claim construction. According to the defendants,
the claim expressly requires “iteratively forming” N pulses in N “successive iterations,”
and requires that “each successive iteration” include the five steps. Hence, defendants
argue, the claim language requires pulse-forming iterations, not frame-based iterations.
The defendants contend that Lucent’s proposed construction that only step 5, and not
steps 1-4, needs to be performed during each pulse-forming iteration is contrary to the
express language of the claim. In fact, the defendants point out that step 5 recites,

‘producing an excitation pulse of magnitude B and location m for the present iteration.”

The defendants further contend that Lucent's strained interpretation of “including” is
inconsistent with this court’s routine treatment of “including” as an equivalent of
‘comprising.”

We agree with the defendants that the claim language clearly supports the
district court’s claim construction requiring performance of all of steps 1-5 during each
pulse-forming iteration. Representative claim 6 recites a series of steps for forming an
excitation signal for each time frame, the last of which is “generating a multipulse
excitation code having a sequence of n=1, 2, . . ., N pulses for each time frame . . . by
iteratively forming a sequence of pulses for said time frame.” Hence, the generation of
the multipulse excitation code clearly involves pulse-forming iterations. The claim then

recites “each successive iteration including the steps of,” followed by steps 1-5.
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This court has consistently interpreted “including” and “comprising” to have the
same meaning, namely, that the listed elements (i.e., method steps) are essential but

other elements may be added. Amgen Inc. v. Hoechst Marion Roussel, Inc., 314 F.3d

1313, 1344-45 (Fed. Cir. 2003); see also Cias, Inc. v. Alliance Gaming Corp., 504 F.3d

1356, 1361 (Fed. Cir. 2007). Therefore, the claim language supports the district court’s
construction of the phrase to require each of steps 1-5 to be performed during each
pulse-forming iteration. It is irrelevant that steps 1-4 need not be recalculated during
each pulse (since the values obtained would not vary between pulses). The claim
language expressly requires recalculation during each pulse. We find no merit in
Lucent’s attempt to parse the actual performance of steps 1-4 from the use of values
derived from steps 1-4 during pulse formation. The claim language clearly requires
performance of each of the method steps, not just the use of values from those steps.
Because the claims of the patent “provide substantial guidance as to the meaning of . . .
claim terms,” Phillips, 415 F.3d at 1314, we find that, here, the language of the claims
strongly supports the district court’s claim construction.
B

Lucent does not contend that the claim term was expressly defined otherwise in
the specification. Instead, Lucent argues that the sole embodiment described in the
‘954 patent specification performs steps 1-4 only during each frame-base iteration, and
not in producing each pulse. According to Lucent, Figure 3 illustrates the overall
process for each time frame. Step 1 occurs in Box 305 and steps 2-4 occur in Box
306—which is reproduced in more detail in Figure 4—while the pulse loop does not

begin until after Box 307. Lucent contends that the sample Fortran source code,
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attached as Appendix A, lends further support to performance of steps 1-4 only during
each frame-based iteration. Thus, according to Lucent, the specification, the figures
and the attached source code all support a method in which steps 1-4 are performed
only once during each successive iteration of the frame loop, and not during each
successive iteration of the pulse loop. This is strong evidence, according to Lucent, that

the district court’s claim construction is incorrect. Lucent relies on Vitrionics Corp. v.

Conceptronic, Inc. for the proposition that a claim construction that excludes the

preferred embodiment “is rarely, if ever correct and would require highly persuasive
evidentiary support . ...” 90 F.3d 1576, 1583 (Fed. Cir. 1996).

Dell concedes that there is no support in the specification for the construction
adopted by the district court, but argues that the claims are clear as to the meaning of
the phrase and that there is no need to resort to the specification. Microsoft asserts, in
contrast, that the specification does provide support for performance of steps 1-5
(calculation and removal of redundant pitch information) during each pulse-forming
iteration. According to Microsoft, Figure 1 depicts the invention broadly, whereas Figure
2, which is further illustrated in Figures 3 and 4, depicts only one aspect of the
invention. Figure 1, Microsoft argues, depicts calculating and removing pitch during
each pulse-forming iteration. Specifically, Microsoft avers, pitch calculation (steps 1-4)
occurs in Box 140 and pitch removal (step 5) occurs in Box 125, both of which are part
of the pulse-forming iteration. Even assuming that the district court’s claim construction
is not supported by the embodiment disclosed in the specification, Dell and Microsoft
both argue that although a claim construction that excludes a preferred embodiment is

rarely correct, it may be correct when the claim is plain on its face.
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Responding to this argument, Lucent asserts, in its reply brief, that the
description of the operation of Figures 2-4 in the specification refers to the description of
Figure 1, indicating that all of the figures describe the same embodiment. Lucent further
argues that the specification indicates that Box 140 in Figure 1 produces the frame-
based quantities z(n), yp(n), v, M*, which are the same values depicted in Box 306 in
Figure 3. Further, Lucent notes that magnitude 3 and location m are calculated in Box
327 in Figure 3, and Box 328 indicates that the output is sent to “Predictive Filter 123,”
which is depicted in Figure 1. Finally, Lucent points out that calculation of v(n) is
depicted in Box 340 in Figure 3 and this value enters the next frame-based iteration.
The value v(n) is depicted in Figure 1 as entering Box 140, indicating that Box 140 is
part of the frame-loop, and not the pulse-loop as suggested by Microsoft.

We agree with Lucent that all of the figures describe the same embodiment, in
which calculation of pitch redundancy (steps 1-4) is performed outside the pulse-forming
loop. Therefore, the district court’s construction of the phrase “each successive iteration
including the steps of’ is not supported by the sole embodiment described in the
specification. Nevertheless, the claim language clearly supports the district court’s
claim construction. This court has repeatedly held that courts may not redraft claims to
cure a drafting error made by the patentee, whether to make them operable or to

sustain their validity.8 Chef Am., Inc. v. Lamb-Weston, Inc., 358 F.3d 1371, 1373 (Fed.

Cir. 2004); Allen Eng'g Corp. v. Bartell Indus., Inc., 299 F.3d 1336, 1349 (Fed. Cir.

2002); Process Control Corp. v. HydReclaim Corp., 190 F.3d 1350, 1357 (Fed. Cir.

8 The exception to this rule is when there is an obvious administrative or

typographical error not subject to reasonable debate. Hoffer v. Microsoft Corp., 405
F.3d 1326, 1331 (Fed. Cir. 2005).

2007-1334, -1337, -1376 25



1999); Quantum Corp. v. Rodime, PLC, 65 F.3d 1577, 1584 (Fed. Cir. 1995); Hoganas

v. Dresser Indus., Inc., 9 F.3d 948, 951 (Fed. Cir. 1993). To do so “would unduly

interfere with the function of claims in putting competitors on notice of the scope of the
claimed invention.” Hoganas, 9 F.3d at 951. While it is true that we may construe
claims to sustain their validity when the claims are amenable to more than one
reasonable construction; when the claims are susceptible to only one reasonable
construction, we will construe the claims as the patentee drafted them. Process

Control, 190 F.3d at 1356-57; see also Elekta Instrument S.A. v. O.U.R. Scientific Int’l,

Inc., 214 F.3d 1302, 1309 (Fed. Cir. 2000) (“[H]aving concluded that the amended claim
is susceptible of only one reasonable construction, we cannot construe the claim
differently from its plain meaning in order to preserve its validity ....”). Indeed, we
have limited application of the maxim that claims should be construed to preserve their
validity to situations in which we conclude, after reviewing all the intrinsic evidence, that
the claim language is ambiguous. Phillips, 415 F.3d at 1327. However, where we
conclude that the claim language is unambiguous, we have construed the claims to

exclude all disclosed embodiments. Chef Am., 358 F.3d at 1373-74; Elekta Instrument,

214 F.3d at 1308-09. In this case, the claim language expressly requires execution of
steps 1-5 during each pulse-forming iteration and the specification does not redefine the
claim term to have an alternative meaning.
C
The construction by the district court is also supported by the prosecution history.
As noted by the defendants, during prosecution, the applicant amended the claims to

avoid certain prior art. The original claims did not contain a pulse-forming iteration, but
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rather only a series of steps performed during each successive frame. The examiner
rejected the claims under 35 U.S.C. § 103 as obvious over several references and
under the judicially created doctrine of obviousness-type double patenting as obvious
over U.S. Patent No. 4,472,832 in view of several references. Thereafter, the applicant
amended the claims to add the 5-step pulse iteration, which performs both pitch
calculation and pitch removal. In amending the claims, the applicant explained:

Unlike the teaching of the cited references combined with patent
4,472,832, the instant invention as clearly set forth in the amended claims
does not analyze the already formed multipulse sequence of several
frames to find redundancies therein but rather determines frame-to-frame
redundancies while the multipulse sequence is being formed. Claim 1,
[as] amended, for example, clearly sets forth that the formation of the
similarity signal y,(n) is performed on speech pattern derived signals and
not from the incomplete frame multipulse sequence and producing of an
excitation pulse of magnitude 3 and location m for the present iteration is
responsive to the differences between said speech pattern portion
representative signal y(n) and the sum of said signal representative of the
contribution of the preceding iteration excitation pulse sequence to the
time frame speech pattern portion and said signal y,(n) representative of
similar speech pattern portions of said preceding time frames. Both of
these steps are performed during the iteration for forming each pulse of
the multipulse sequence. None of the [prior art] suggest[] pitch
redundancy removal in the iterative process of forming multipulse
sequences as in the instant invention.

(Emphases added.)

Lucent argues that one of skill in the art would understand this passage from the
prosecution history to mean only that the similarity signal y,(n) is taken into account in
forming each pulse, not that it is recalculated during each pulse. Lucent further asserts
that the applicant later explained to the examiner that “the boxes and the interrelations

of the signals applied thereto as described in the specification and the flow charts

distinguished the invention from the prior art. Therefore, in clarifying the claimed
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invention, Lucent avers that the applicants incorporated by reference Figures 3 and 4,
which depict steps 1-4 occurring outside the pulse-forming iteration.

We agree with the defendants that this passage from the prosecution history
clearly shows that the applicant relied on both pitch calculation and pitch removal during
the pulse-forming iteration to distinguish over the prior art. First, this passage clearly
indicates that, in the claimed invention, redundancies are determined while the
multipulse sequence is being formed, in contrast to the prior art, in which redundancies
are calculated frame-by-frame. Further, the passage specifically refers to two steps—
formation of the similarity signal yp(n) (step 4) and production of an excitation pulse of
magnitude B and location m (step 5)—and states that both of the steps are performed
during the pulse-forming iteration. Such a clear disavowal cannot be overlooked merely
because the applicant made an oblique reference to the flow charts in the specification.
Thus, the prosecution history reaffirms the clear language of the claims. Accordingly,
we find no error in the district court’s construction of the phrase “each successive
iteration including the steps of,” even though it excludes the only disclosed embodiment.
We conclude, therefore, that the district court correctly construed the phrase to require
that “all of the steps following this clause must each be performed in forming each
pulse.”

D

Under the district court’s claim construction, Lucent does not dispute that there is

no literal infringement by the accused products because, as the district court found, they

“‘perform a method where steps 1-4 are performed outside the iterative loop for forming
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each pulse.” Lucent Techs. Inc. v. Gateway, Inc., Nos. 02-CV-2060, 03-CV-0699, 03-

CV-1108, 2007 WL 925354, at *7 (S.D. Cal. Mar. 6, 2007).°

Lucent, however, appeals the district court’s holding of noninfringement of the
‘954 patent under the doctrine of equivalents, finding that Lucent had failed to rebut the
presumption of amendment-based prosecution history estoppel. Lucent avers that this
case fits into the tangential exception. Specifically, Lucent argues that the accused
equivalent differs from the claimed invention in that steps 1-4 (determining
redundancies) are performed once per frame as opposed to once per pulse. This
difference, Lucent submits, is unrelated to the rationale for the amendment, which was
to distinguish the claimed invention from the prior art based only on the performance of
step 5 (removing redundancies) during each pulse-forming iteration as opposed to
during each frame-based iteration. According to Lucent, the fact that the asserted
equivalent is the only embodiment disclosed in the '954 patent is highly persuasive
evidence of tangentiality.

The defendants respond that because the claim language requiring performance
of steps 1-5 during each pulse was added by amendment to distinguish from the prior
art, there can be no infringement under the doctrine of equivalents. They contend that

the tangential exception does not apply because the rationale for the amendment,

o Although Microsoft also contends that the accused devices do not literally

infringe the claims because they remove pitch outside the pulse-forming iteration, the
district court found that the defendants had admitted otherwise. Lucent Techs. Inc. v.
Gateway, Inc., Nos. 02-CV-2060, 03-CV-0699, 03-CV-1108, 2007 WL 925354, at *5 n.3
(S.D. Cal. Mar. 6, 2007) (“Defendants do not dispute that the accused codecs perform
step 5 in the iteration....”). Nevertheless, we need not reach whether the accused
devices perform step 5 during the pulse-forming iteration, since we find that the accused
devices do not infringe steps 1-4.
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requiring pitch calculation and removal during the pulse forming iterative loop, bears
more than a tangential relationship to the accused equivalent, which removes pitch
outside the pulse-forming iterative loop.

We agree with the defendants that the district court did not err in holding that
infringement under the doctrine of equivalents is barred by prosecution history estoppel.
The applicant amended the claims in response to a rejection during prosecution to
require performance of steps 1-5 during each pulse-forming iteration. Narrowing the
claims in response to a rejection during prosecution creates a presumption that the
applicant surrendered the territory between the original claims and the amended claims.

Festo Corp. v. Shoketsu Kinzoku Kogyo Kabushiki Co., 535 U.S. 722, 740 (2002).

Therefore, the applicant surrendered methods wherein pitch calculation (steps 1-4)
and/or pitch removal (step 5) are performed outside the pulse-forming iteration. It is not
relevant to the determination of the scope of the surrender that the applicant did not
need to amend the claims to require performance of steps 1-4 during each pulse-

forming iteration in order to overcome the prior art. Norian Corp. v. Stryker Corp., 432

F.3d 1356, 1361-62 (Fed. Cir. 2005).

In determining whether the patentee can rebut the Festo presumption of
surrender under the tangential exception, the focus is on the “patentee’s objectively
apparent reason for the narrowing amendment,” and the inquiry is “whether the reason
for the narrowing amendment is peripheral, or not directly relevant, to the alleged

equivalent.” Festo Corp. v. Shoketsu Kinzoku Kogyo Kabushiki Co., 344 F.3d 1359,

1369 (Fed. Cir. 2003) (en banc). Here, the applicant amended the claims to overcome

prior art that disclosed redundancy removal during frame-based iterations. In amending
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the claims, the applicant added a five-step iterative process for determining and
removing redundancies during the pulse-forming loop. The applicant argued that the
claimed invention was distinguishable from the prior art based on the performance of
both pitch calculation and pitch removal during each pulse-forming iteration. Thus, the
purpose for the amendment is not unrelated to the alleged equivalent, which determines
pitch redundancy outside the iterative process for forming each loop. There is clearly
more than a tangential relationship between the reason for the amendment and the
accused equivalent. Accordingly, we hold that the district court did not err in holding
that Lucent was barred by prosecution history estoppel from asserting infringement
under the doctrine of equivalents. ™
VI

For the foregoing reasons, we reverse the district court’s construction of the term
“terminal device” in the 131 patent and vacate its grant of summary judgment of no
infringement with respect to the 131 patent by defendants’ accused products. We
affirm the district court’s construction of the phrase “each successive iteration including
the steps of’ in the '954 patent and its grant of summary judgment of no literal
infringement and no infringement under the doctrine of equivalents with respect to the
‘954 patent by defendants’ accused products. We remand the case to the district court

for further proceedings consistent with this opinion.

10 Because we find no error in the district court’s claim construction and

holding of no literal infringement and no infringement under the doctrine of equivalents,
we need not consider Microsoft’s cross-appeal of the district court’s grant of summary
judgment in the 954 patent of no laches and no equitable estoppel. There is, however,
some question whether it was even a proper cross-appeal. See Symantec Corp. V.
Hilgraeve, Inc., No. 2007-1201, 2007-1239, slip op. at 18-19 (Fed. Cir. Apr. 11, 2008).
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COSTS
No costs.

AFFIRMED-IN-PART, VACATED-IN-PART, and REMANDED
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LOURIE, Circuit Judge, dissenting in part.

| join the court’'s opinion with respect to the issues related to the '954 patent and
the cross-appeal. However, | respectfully dissent from the majority’s conclusion that the
district court erred in construing the “terminal device” limitation of the '131 patent. In
light of the specification and the prosecution history of the '131 patent, | would affirm the
district court’s construction of “terminal device” and thus its grant of summary judgment
of noninfringement for the 131 patent.

The district court construed “terminal device” as “a computing device such as a
data terminal, workstation, portable computer, or smart phone that enables a user to
communicate with a host processor,” and Lucent does not challenge that portion of the
construction. The court also stated as part of the construction that a “terminal device”
“manages its associated display itself and manages its internal memory with the
assistance of the host processor,” and Lucent argues that this portion of the
construction is inconsistent with the specification.

The majority here holds that the abstract, the summary of the invention, the
written description, and the prosecution history justify reversal. | do not agree.

While the majority concludes that the abstract of the '131 patent does not
“compel” the construction adopted by the district court, the abstract clearly supports that
construction. The abstract states that “a host processor may specify relative rather than
specific attributes for an object that is to be displayed on a terminal display, thereby

leaving it up to the terminal to display an object in accord with its own capabilities.” 131

patent (emphases added). The abstract uses the general term “attributes” without

indicating whether or not those attributes relate to the size and location of objects on a
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terminal’'s display. More importantly, in the same sentence referencing “relative”
attributes, the patentees emphasized that it is the terminal which exercises control over
the display of objects identified by the host. The other portions of the patent
specification continue this emphasis on the terminal’s control of its own display.

The 131 patent states in the “Summary of the Invention” that after the “host
computer” transmits “an object type” to the “terminal device,” the “terminal device, in
turn and in accord with an aspect of the invention, displays the object in a form
determined solely by the terminal device but in accordance with respective predefined
policies.” 131 patent col.2 11.12-22 (emphasis added). The inventors made clear that
the “terminal device” manages its own display, and, in particular, the size that the
objects will take on the “terminal device” display. This message is repeated later in the
specification in the passage that the district court quoted as part of its construction: “In
accord with the principles of the invention, a terminal that is communicating with the

transaction processor 200 manages its associated display itself, and manages its

internal memory with the assistance of processor 200.” ’'131 patent col.6 11.61-65
(emphasis added). By the inventors’ own admission, this statement relates to the
“principles of the invention” as a whole, not just a preferred embodiment.

The description of the “BITMAP object” in the specification referenced by Lucent
is not to the contrary. The specification describes using the “BITMAP object” to transmit
images such as a logo in combination with “Growable” or “Shrinkable” attributes that the
host sends to the terminal device as part of the command to create the “BITMAP
object.” 131 patent col.7 11.34-61. However, the specification makes clear that these

optional commands only tell the terminal device to scale a picture, defined by a
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“bitstream” of “pixels,” up or down to fit the portion of the display allocated to the picture
by the terminal device itself. 1d. The host does not specify how much space on the
display the terminal device will use for the picture or where on the display that space will
be.

Lucent’s reliance on the specification’s description of the “REGION object” | find
similarly unpersuasive. First, the specification describes the use of this object as
optional. '131 patent col.8 I1.5-8 (“program running on transaction processor 200 may
use the REGION object”). Even within the description of the “REGION object,” the
specification severely limits the input from the host processor: “It is to be understood,
however, that the way in which a display is actually partitioned into such regions is
under the control of the [exemplary terminal device].” Id. at col.8 1.15-18. The
“REGION object” only allows the host to specify that objects grouped within a region
should be displayed horizontally (i.e., in a row) or vertically (i.e., in a column), but, even
then, specification of a secondary direction is allowed because the number of objects in
the specified group may not be capable of display in the primary direction. Id. at col.8
[1.5-59. Thus, even the relative control that may be exercised over the positioning of
objects on the terminal device’s display is limited. The specification further describes
that by creating a hierarchy of “dummy regions,” the host may exercise modest control
over the relative placement of objects with respect to one another (e.g., two objects will
share in an unspecified manner a space of unspecified size beneath another object of
unspecified size). 1d. at col.11 11.7-40.

However, the inventors gave up even this very limited form of control over the

terminal device’s display during prosecution. “Importantly, the person of ordinary skill in
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the art is deemed to read the claim term not only in the context of the particular claim in
which the disputed term appears, but in the context of the entire patent, including the

specification.” Phillips v. AWH Corp., 415 F.3d 1303, 1313 (Fed. Cir. 2005) (en banc).

“[T]he prosecution history can often inform the meaning of the claim language by
demonstrating how the inventor understood the invention and whether the inventor
limited the invention in the course of prosecution, making the claim scope narrower than
it would otherwise be.” Id. at 1317. In arguing to overcome the examiner’s rejection
under 35 U.S.C. § 102(e), the inventors contrasted their invention with that of the prior
art Busboom patent:

In contrast, a host computer in the claimed invention does not specify

where an object type is to be displayed on the display of a terminal. The

reason for this is that it_is the terminal and not the host computer which
decides where an object is to be displayed on the terminal display.

J.A. at A00907 (emphases added). The inventors emphasized the host processor’s
lack of participation in the control of the terminal device’s display in order to overcome
Busboom. They did not argue that the amount of control exercised by the host
processor in their invention differed from the amount of control exercised by the host in
the Busboom patent. Instead, they made the broad and simple statement that in their
invention the host processor does not specify where objects are located on the terminal
display. The public was entitled to rely on that statement in understanding the scope of
their invention. It is disingenuous for the inventors to say now that allowing the host
processor to specify some limited relative positioning was an important aspect of their
invention that they did not intend to surrender when they made absolutely no effort to

provide such clarity in the prosecution of their patent.
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Thus, | would affirm the district court’s construction of the “terminal device”

limitation and thus its grant of summary judgment of noninfringement of the 131 patent.
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