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I. RELIEF REQUESTED

Petitioner Seagate Technology LL.C (“Seagate™) respectfully requests the
issuance of a writ of mandamus under the All Writs Act, 28 U.S.C. § 1651,
ordering the district court to vacate its Orders' which compel production of trial
counsel’s privileged advice on the broad subject matter of opinion counse!’s formal
opinions, “i.e., the infringement, validity, and enforcement of the [patents-in-suit],’
even though there are no sword and shield concerns. These Orders flatly
contradict the controlling legal principles set forth in this Court’s Knorr-Bremse
and EchoStar decisions.

In Knorr-Bremse, the en banc Court strongly affirmed a patent defendant’s

right to rely on opinions of counsel as a defense to willfuiness. Moreover, the en

' The Orders submitted for this Court’s review are Tab A, Docket No. 268,
Magistrate Judge Francis’ Order of May 28, 2004 (published as Convolve, Inc. v.
Compaqg Computer Corp., 224 F.R.D. 98 (S.D.N.Y. 2004)}); Tab B, Docket No.
299, Magistrate Judge Francis’ Order of September 8, 2004; Tab C, Docket No.
505, District Judge Daniels’ Order of July 11, 2006 denying Seagate’s objections
to Magistrate Judge Francis® Order of May 28, 2004; and Tab D, Docket No. 506,
District Judge Daniel’s Order of July 11, 2006 denying Seagate’s objections to
Magistrate Judge Francis’ Order of September 8, 2004. This Court has indicated
that it reviews collectively as the “district court’s rulings” the orders of a
magistrate judge together with the district judge’s orders sustaining the magistrate
judge’s orders. See MicroStrategy Inc. v. Business Objects, S.A., 429 F.3d 1344,
1354 n.2 (Fed. Cir. 2005).

*Tab A at 17 (ordering production of “communications between Seagate (or its in-
house counsel) and any of its attorneys, including trial counsel, with respect to the
subject matter of Mr. Sekimura’s opinions, i.e., the infringement, validity, and
enforcement of the ‘635, 267, an(fe473 patqnts.”z);_ see also id. at 16 (“Seagate’s
‘subject matter waiver’ .. . extends to the entire subject matter of Mr. Sekimura’s
opinions — infringement, validity, and enforcement of the patents at issue.”).




banc Knorr-Bremse Court overruled long-standing precedent to remove
“inappropriate burdens on the attorney-client relationship™ to allow more
flexibility in a patent defendant’s ability to rely on opinions of counsel. The
Orders Seagate seeks to vacate contradict Knorr-Bremse by forcing a patent
defendant to choose between an opinion of counsel defense to willfulness and
preserving the confidentiality of its communications with trial counsel regarding
the merits of its case. The Orders force this untenable choice even though the
record is undisputed that Seagate has maintained separate and independent trial and
opinion counsel at all times. The Orders give the plaintiffs a license to invade the
most sacred of attorney-client communications—those directed to trial strategy
and preparation. As such, taken literally, the Orders destroy Seagate’s ability, not
only to adequately defend itself, but even to fairly evaluate the case by consulting
with 1ts trial lawyers. The net effect of the Orders is to essentially deprive a patent
defendant of the ability to rely on opinions of counsel. Such a result flatly
contradicts the statement in Knorr-Bremse that there are no special rules for patent
litigants that unduly burden the privilege and distort the attorney-client

relationship.*

* Knorr-Bremse Systeme Fuer Nutzfahrzeuge GmbH v. Dana Corp., 383 F.3d 1337,
1343 (Fed. Cir. 2004) (en banc).

Y See Knorr-Bremse, 383 F.3d at 1344,




The Orders also contlict with the controlling legal principles set forth in
EchoStar’ and other precedent. In EchoStar, this Court set forth the following
standard for determining the scope of any waiver: “[A] district court should
balance the policies to prevent sword-and-shield litigation tactics with the policy to
protect work product.” This standard indicates that the overriding reason for a
privilege waiver rule is to prevent sword-and-shield litigation tactics. In this case,
there are no opinion shopping issues. There are no sword-and-shield concerns with
respect to trial counsel. The record is undisputed that Seagate has maintained
separate and independent litigation and opinion counsel at all times. As such,
Seagate reasonably believed that waiver of the privilege associated with an advice
of counsel defense would not extend to trial counsel. Under these facts, the policy
balance weighs heavily on the side of protecting privilege for trial counsel, and
there should be no discovery of privileged trial counsel communications. The
district court abused its discretion in extending watver to trial counsel’s
communications under the circumstances of this case.

The district court erroneously equated an assertion of an advice of counsel
defense to willful infringement with the automatic waiver of privilege for the

communications of trial counsel encompassing the broad subject matters of

> [n re EchoStar Commc 'ns Corp., 448 F.3d 1294 (Fed. Cir. 2006), reh 'g and
reh’g en bane denied, 2006 U.S. App. LEXIS 17511 (Fed. Cir. July 5, 2006).
¢ Id at 1302,




infringement, validity, and enforceability. According to the district court’s Orders,
trial counsel’s advice on the subjects of infringement, validity, and enforceability
“must be disclosed even if it is communicated in the context of trial preparation.”’
Thus, the Orders also conflict with this Court’s strong policy in favor of protecting
privilege. In Echostar, this Court stated: “We recognize the privilege in order to
promote full and frank communication between a client and his attorney so that the
client can make well-informed legal decisions and conform his activities to the

law.'ﬂg

Similarly, in Knorr-Bremse, this Court en banc stated: “There should be no
risk of liability in disclosures to and from counsel in patent matters; such risk can
intrude upon full communication and ultimately the public interest in encouraging
open and confident relationships between client and attorney.””

Moreover, trial counsel cannot do its job if it cannot communicate candidly
and confidentially with its client concerning the merits of the patent case. The
Supreme Court long ago recognized the “necessity” of attorney-client privilege in

making our justice system work.'"’ In the instant case, plaintiffs are demanding

discovery of files of trial counsel and deposition testimony from the most senior

" Tab A, Magistrate Judge Francis’ May 28, 2004 Order at 16-17 (emphasis added).
¥ EchoStar, 448 F.3d at 1300-01.

® Knorr-Bremse, 383 F.3d at 1344.

' See Hunt v. Blackburn, 128 U.S. 464, 470 (1888).



attorneys on Seagate’s trial team. As one district court recently put it, if plaintifts
are correct that “everything [is] fair game for discovery,” including everything that
trial counsel says to its client about infringement, validity, and enforceability, it
“demolish[es] the practical significance of the attorney-client privilege” for patent
defendants.'' The discovery sought in this case will expose the thought processes
and legal strategy of defendant’s trial counsel to the adversary. The exposure of
defense counsel communications on substantive patent Issues-—comimunications
containing the heart of trial strategy—puts an end to the patent litigation process as
we know It.

Because EchoStar did not address the scope of the waiver as it applies to
trial counsel, courts and litigants have been struggling with uncertainty regarding
the law of privilege waiver as applied to trial counsel. Indeed, the Echostar
decision set off a feeding frenzy among patentee plaintiffs, all seeking to
eviscerate the hallowed protections afforded for hundreds of years under the
privilege and work product protections. In the several months following Echostar,
district courts have applied the decision to find walvers of varying scope. Several
of the lower court decisions find that the waiver extends to trial counsel, but only

when there is some indication either of opinion shopping or when opinion counsel

" Ampex Corp. v. Eastman Kodak Co., No. Civ. A, 04-1373-KAJ, 2006 U.S. Dist.
LEXIS 48702, at *6 & n.3, *10 (D. Del. July 17, 2006).




and trial counsel are the same or have somehow overlapped inappropriately. None,

other than the Orders at issue here, have distorted Echostar to compel production
of trial counsel communications even when those communications relate to trial

strategy.

“An uncertatn privilege, or one which purports to be certain but results in

widely varying applications by the courts, is little better than no privilege at all.”"?
Seagate asks this Court to clarify the law regarding the extension of privilege
waiver to trial counse!l and to find the district court’s Orders are based on a clear
error of law.

A writ 1s needed for Seagate to receive effective review of the Orders.
Unless this Court grants the writ, Seagate will be deprived of any remedy for the
district court’s erroneous Orders. Once Seagate’s litigation strategy has been
exposed to the other side, that bell can never be unrung. Seagate respectfully asks
this Court to issue a writ of mandamus instructing the district court to protect the
privileged communications of trial counsel In this case.

II. ISSUE PRESENTED
Whether an accused infringer that asserts an advice-of-counsel defense to a

charge of willful infringement automatically waives attorney-client privilege and

work-product protection for trial counsel communications relating to the

> Upjohn Co. v. United States, 449 U.S. 383, 393 (1980).



substantive tssues of infringement, validity, and enforceability, where trial counsel
and opinion counsel have been kept entirely separate and independent of one
another throughout the litigation.

III. FACTS NECESSARY TO UNDERSTAND THE ISSUE PRESENTED

Petitioner Seagate is a defendant in Convolve, Inc. v. Compag Computer

Corp., No. 1:00-cv-05141-GBD-JCF| a civil case pending in the United States
District Court for the Southern District of New York. Convolve, Inc. and the
Massachusetts Institute of Technology (collectively, “Convolve™) tiled a complaint
on July 13, 2000 alleging, among other claims, that Seagate and Compagq
Computer Corporation infringed two patents, .S, Patent Nos. 4,916,635 (the
“635 Patent”) and 5,638,267 (the “’267 Patent”"’). (Tab A, Magistrate Judge
Francis’ May 28, 2004 Order at 1-2.). An amended complaint was filed January 25,
2002, adding a new patent, U.S. Patent No. 6,314,473 (the “’473 patent”), which
issued to Convolve, Inc. in November 2001, ({d. at 2.} The amended complaint

also alleged willful infringement and sought treble damages. (/d.)

" The ‘267 patent is no longer being asserted. See Tab G, Judge Daniels’ Order of
July 19, 2006, dkt. no. 509, 9 7 (“Plaintiffs’ request that their previously stated
position that infringement of the ‘267 Patent ‘is no longer being asserted ..." be
documented is granted.”).




A.  Opinton Counsel

In May 2000, Seagate retained Mr. Gerald T. Sekimura, then a partner with
the law firm of Limbach & Limbach, to provide an opinion of counsel with regard
§ to the ‘635 and ‘267 patents. (Tab E, October 6, 2003, Declaration of Betty Ann
Durham in Support of Seagate Technology LLC’s Opposition to Convolve, Inc.’s
Motion to Compel Discovery from Seagate  2; see also Tab A at 2-3.) Mr.
Sekimura provided three written opinions.

Mr. Sekimura provided Seagate with his first opinion, a preliminary written
opinion of noninfringement and invalidity of the ‘635 and ‘267 patents, on July 24,
2000, only eleven days after the filing of the complaint. (Tab E 4; Tab A at 3.)
[n addition to opining on the ‘635 and ‘267 patents, the only patents asserted by
plaintitfs at that time, Mr. Sekimura also examined the claims of Convolve’s
pending International Patent Application WO 99/45535 (the “PCT application”).
(Tab E 99 2, 4; Tab A at 3.) The U.S. patent application corresponding to the PCT
application issued as the 473 patent in November 2001. (Tab E 2.} Mr.
Sekimura’s July 24, 2000 written preliminary opinton concluded that the claims in
the PCT application were either not infringed by Seagate and/or were invalid, but
also noted that further analysis was needed because only 186 of the over 340

claims had been reviewed. (/d. 4, Tab A at 3.)
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Mr. Sekimura provided Seagate with a written final opinion of
noninfringement, invalidity, and unenforceability of the ‘635 and ‘267 patents on
December 29, 2000.'* (Tab E § 5; Tab A at 3.) That report also recommended that
further review of the PCT application be postponed and that further review be
undertaken if and when a U.S. patent were to issue. (Tab A at 3-4.) The report
noted again that only 186 claims had been reviewed. (/d. at4.)

Mr. Sekimura was retained again in March 2002 to provide an opinion
regarding the ‘473 patent that issued in November 2001." (Tab E §9.) M.
Sekimura tendered a formal, written opinion of noninfringement and invalidity
regarding the fifteen issued claims of the *473 patent to Seagate on February 21,
2003. (/d. 9§ 10; Tab A at 4.)

In early 2003, pursuant to Special Master Razzano’s scheduling order in the
case, Seagate informed plaintiffs of its intention to rely on Mr. Sekimura’s

opintons of July 24, 2000, December 29, 2000, and February 21, 2003 for an

" The discussion of unenforceability in the December 29, 2000 opinion was
addressed to “267 patent, a patent which is no longer being asserted in this case.
(Tab A at 3.)

' After the ‘473 patent issued in November 2001, Seagate attempted to retain Mr.
Sekimura to provide an opinion. (Tab E 14 6, 7.) However, Mr. Sekimura, now
with the law firm of Gray Cary, initially declined because of a potential conflict
with his new firm. (/d. § 7) The amended complaint was filed in January 2002,
adding a cause of action for infringement of the ‘473 patent, and adding allegations
of willful infringement. (/d. Y 8; Tab A at 2.) In February 2002, Seagate again
sought Mr. Sekimura’s advice regardlng the ‘473 patent, and, after he cleared the
conflict, in March 2002, Mr. Sekimura was retained. (Tab E 49.)



advice-of-counsel defense to the claim of willtul infringement. (Tab A at 5.)
Seagate disclosed the three opinions to the plaintiffs, and made Mr. Sekimura
available for a deposition. (/d.) All correspondence and work product were
produced from Mr. Sekimura’s files, as were communications with Mr. Sekimura
in Seagate’s tiles. (id.)

B. Trial Counsel

Seagate initially retained Orrick, Herrington & Sutclifte LLP (“Orrick”) as
trial counsel to represent Seagate in the Convolve litigation. (/d. at 2.) In January
2002, Seagate retatned new trial counsel, McDermott Will & Emery LLP
(“McDermott”), shortly after Terrence McMahon, Seagate’s lead trial counsel,
changed firms from Orrick to McDermott. (/d.)

Seagate’s trial counsel and opinion counsel operated separately and
independently from one another. (/d. at 20.} Seagate has only sought and has only
received opinions outside of Seagate regarding the ‘635, ‘267, and ‘437 patents-in-
suit from Mr. Sekimura.'® (TabE § 11.) Itis undisputed that neither Orrick nor
McDermott had any influence over the content of Mr. Sekimura’s opinions. (Tab

A at 20.) No opinions were sought or obtained from trial counsel. (Tab E 4 Li-

*“In October 1999 Seagate’s engineers conducted an internal analysis of
Convolve’s ‘635 and ‘267 patents. Seagate has produced the internal analysis
documents, and Convolve has deposed the engineers.

- 10 -
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12.) Further, Seagate never sought nor received advice from trial counsel
regarding the merits of the opinions of Mr. Sekimura. (/d.q 13.)

C.  Discovery Sought From Trial Counsel and Subsequent
Proceedings

Plaintiffs propounded discovery aimed at piercing Seagate’s attorney-client
privilege with its trial counsel and filed a motion to compel such discovery on
October 1,2003. (Tab A at 7.) Plaintiffs sought to obtain

internal communications on the same subjects as the formal

[Sekimura] opinions, communications between Seagate and any

attorneys on the same subjects as the formal opinions, documents

reflecting outside counsel’s opinion as to the same subjects of the

formal opinions, documents reviewed or considered, or forming the

basis for outside counsel’s opinion as to the subject matter of the

formal opinions, and documents reflecting when oral communications

concerning the subjects of the opinions occurred between Compagq

and outside counsel.

(/d. at 7 (quoting Convolve’s memorandum in support of its motion to compel)).
Oral argument on the motion was heard on January 20, 2004, before Magistrate
Judge Francis. (/d. at 12 n.4.)

On May 28, 2004, Magistrate Judge Francis issued an Order imposing a
subject matter waiver for all attorney-client communications between Seagate and
outside counsel concerning the general subject matter of Mr. Sekimura’s opinions.

(Tab A.) The May 28, 2004 order stated that Seagate had waived attorey-client

privilege for all trial counsel’s communications such that

- 11 -
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Seagate shall produce all documents, answers to interrogatories, and
deposition testimony concerning communications between Seagate (or
its in-house counsel) and any of its attorneys, including trial counsel,
with respect to the subject matter of Mr. Sekimura’s opinions, i.e., the
infringement, validity, and enforcement of the ‘635, ‘267, and ‘473
patents.

(Id. at 17.) The Order provided for in camera submission of documents that relate
to trial strategy or planning advice regarding validity, infringement, and
enforceability, recognizing that trial counsel would address trial strategy “in ways
that [did] not implicate the advice-of-counsel defense.” ({d.) However, the Order
provided that trial counsel’s advice on the subjects of infringement, validity, and
enforceability “must be disclosed even if it is communicated in the context of
trial preparation.” (/d. at 16-17.) (emphasis added.) With respect to the temporal
scope of the waiver, the Order held that the privilege waiver “continues to such
time as Seagate’s alleged infringement ends.” (/d at 17). In other words, the
Order appears to give plaintiffs a license to discover virtually anything and
everything communicated by Seagate’s trial counsel to Seagate on the central
patent issues until such time as Seagate’s alleged infringement ends.

Magistrate Judge Francis issued a second order, on September 8, 2004,
which provided that communications and documents of non-trial counsel,

including in-house counsel,'” must be disclosed pursuant to the May 28, 2004

" Seagate’s arguments regarding trial counsel communications apply equally to
such communications with in-house counsel as well as to any trial strategy
(continued. ..)
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Order." (Tab B §2.) Seagate timely objected under Fed. R. Civ. P, 72(a} to both
the May 28, 2004 and September 4, 2004 Orders, and the district court denied both
sets of objections on July 11, 2006. (Tabs C & D.)

On July 24, 2006 Seagate wrote a letter to Magistrate Judge Francis
requesting that he stay his May 28, 2004 and September 8, 2004 orders pending
mandamus review by this Court. (Tab F.) Magistrate Judge Francis denied
Seagate’s letter application by memo endorsement on July 26, 2006, stating, in
pertinent part, that “[plarticularly in light of the Federal Circuit’s decision in
EchoStar, Seagate’s chances of prevailing on a mandamus petition are slim.” (Id.)
Seagate then applied to Judge Daniels for an emergency stay of the Orders on
August 1, 2000, and the court denied Seagate’s motion on September 14, 2006.
(Tab H.) On August 14, 2006, Seagate asked the district court to certify its Orders
for interlocutory appeal under 28 U.S.C. § 1292(b). On September 27, 2006, the

district court denied Seagate’s motion. (Tab [.)

communications of in-house counsel. Patent defendants should not face the
untenable Hobson’s choice with either their trial counsel or in-house counsel.

' Magistrate Judge Francis interpreted Seagate’s objections to the May 28, 2004
Order as applying only to the requirement to produce trial counsel documents and
communications and thus issued the September 8, 2004 order.
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On September 26, 2000, plaintitfs requested that the Magistrate Judge
compel Seagate to comply with the Orders within five business days. (Tab J.) thus,
Seagate’s need for immediate relief is clear.

IV. REASONS WHY THE WRIT SHOULD ISSUE

The remedy of mandamus is limited to extraordinary situations involving a
clear abuse of discretion or usurpatton of judicial power. See EchoStar, 448 F.3d
at 1297. The petitioner must show that there is no alternative relief available and
that the right to relief is “clear and indisputable.” [d. (citing Mallard v. U.S. Dist.
Court, 490 U.S. 296, 309 (1989) and Allied Chem. Corp. v. Daiflon, Inc., 449 U.S.
33,35 (1980)). A writ of mandamus is an appropriate remedy to prevent the
wrongful exposure of privileged communications and information protected by the
work-product privilege. See id. at 1297-98; accord In re Regents of the Univ. of
Cal , 101 F.3d 1386, 1388 (Fed. Cir. 1996); In re Pioneer Hi-Bred Int'l, Inc., 238
F.3d 1370, 1374 (Fed. Cir. 2001).

This Court reviews a district court’s determination as to the scope of a
privilege waiver under an abuse of discretion standard. See EchoStar, 448 F.3d at
1300. In reviewing this petition, this Court will apply its own law because the
issue involves the scope of waiver of attorney-client privilege and work-product
immunity when a patent defendant asserts the advice-of-counsel defense in

response to a charge of willful patent infringement. See id at 1298,

- 14 -
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Petitioner meets the legal standards for the writ it seeks. The discovery
orders are clearly and indisputably in error. The district court abused its discretion
in finding that Seagate waived privilege and work product protection for trial
counsel’s confidential communications. A writ is needed to correct the district
court’s erroneous Orders. Unless this Court grants the writ, Seagate will have no
way to remedy the errors of the district court’s Orders, and privileged information
will be wrongfully exposed.

A.  Extension of Privilege Waiver to Separate and Independent Trial

Counsel Would Unduly Burden the Attorney-Client Relationship
and Violate Due Process and Other Constttutional Protections

The notion that Echostar allows the party opponent and their lawyers to see
the trial strategy of their adversary creates the potential for grave abuses and harm.
The attempts at and potential for grave abuses are nowhere presented more clearly
than in this case. Within days of Magistrate Judge Francis’ July 26, 2006 denial of
Seagate’s request for a stay order, Convolve’s lawyers sent demands for
depositions of nearly every one of Seagate’s trial attorneys including Terrence P.
McMahon, Stephen J. Akerley, Lucy H. Koh, Hopkins Guy and Fed. R. Civ. P.
30(b)(6) depositions of both McDermott, Will & Emery and Orrick, Herrington &
Sutcliffe. These demands were accompanied by requests for production of all trial
lawyer communications relating to the fundamental patent issues presented in this

case, namely, noninfringement, invalidity, and unenforceability of the patents at




Bt 4 e es s © 4 et L e s s anan et g+ R s g e

o v AR 2 T

.ssue. This is stark evidence of how the Orders prohibit the effective assistance of
trial counsel, resulting in the denial of right to counsel and Due Process for Seagate
and other defendants in patent cases.

The issue here is whether the right to confidential legal advice ends when an
accused infringer raises the time-honored defense of reliance on opinion of counsel
to willfulness. The answer must be that it does not. There are few aspects of the
common law as sacred as the confidentiality that surrounds the attorney-client
relationship. And with good reason. As the Supreme Court long ago recognized,
the attorney-client privilege “is founded upon the necessity, in the interest and
administration of justice” under our system, of the right to confide in one’s lawyer
and obtain legal advice “free from the consequences or the apprehension of
disclosure.” Hunt v. Blackburn, 128 U.S. 464, 470 (1888) (emphasis added).

The practical effect ot the Orders is that every time the words “patent”,
“infringement”, “tnvalidity” or “unenforceability” are uttered by a defendant’s trial
counsel during the period of alleged infringement, plaintiffs’ counsel should be
invited to listen in on the conversation. The absurdity of the Orders is highlighted
by the fact that in some cases such disclosures could continue up until and through
trial.

The Court’s Orders torce Seagate to choose between reliance on advice of

opinion counsel as a defense to willfulness and assistance of its trial counsel. This
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is an unacceptable choice, particularly in a case where plaintiffs allege hundreds of
millions of dollars in damages are at stake. Moreover, due process concerns are
heightened if this Hobson’s choice 1s forced upon defendants. See, e.g., State
Farm Mut. Auto. Ins. Co. v. Campbell, 538 U.S. 408, 417-18 (2003). Indeed, due
process of law is essentially identified with healthy adversarialism. Article [II
empowers a federal court to hear only “actual controversies” with “concrete
adverseness which sharpens the presentation of issues.” See Baker v. Carr, 369
U.S. 186, 204 (1962). Moreover, the Seventh-Amendment right to jury trial has, at
its very heart, the notion of a fair trial, which is defeated by the inability of counsel
to consult with and advise its client confidentially. Any restriction on jury trial
rights is subject to the utmost scrutiny. See Dimick v. Schiedt, 293 U.S. 474, 486
(1935) (“any seeming curtailment of the right to a jury trial should be scrutinized
with the utmost care”). These Orders erroneously eliminate the immunity against
the disclosure of trial strategy to the adversary described in Hickman v. Taylor, 329
U.S. 495 (1947).

[f this Court does not instruct the district court to vacate its discovery orders,
Seagate will be forced to disclose its trial counsel’s communications regarding the
core issues in the case through the period of alleged infringement to the opposing
counsel and party. The Orders will preclude any communications between Seagate

and its trial counsel on the central patent issues in the case through the period of
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alleged infringement. This is an untenable position for Seagate or any patent
defendant, and it turns the defense of willfulness on its head.
B.  Seagate Did Not Automatically Waive Privilege for All Trial
Counsel and Trial Strategy Communications Pertaining to Patent

Infringement, Validity, and Enforceability by Asserting an Advice
of Counsel Defense to Willful Infringement

Seagate has consistently asserted attorney-client privilege and work product
protection for its communications with trial counsel. The district court nonetheless
found that Seagate waived protection for communications of trial counsel
encompassing the broad subject matters of infringement, validity, and
enforceability, simply as a result of Seagate’s decision to rely on advice of counsel
in response to plaintiffs” wilifulness charge. Seagate finds itself in this untenable
situation even though it “followed the rules” and intentionally kept opinion counsel
and trial counsel completely separate and independent. It is undisputed that
Seagate’s trial counsel played no role in selecting opinion counsel, did not
contribute to the opinion, and did not influence the drafting of the opinions in any
way. Moreover, it 1s undisputed that Seagate did nof engage in opinion shopping.
There is no indication that Mr. Sekimura’s opinions are anything but hona fide, and
no indication that Seagate’s reliance on the opinions is anything but reasonable and
bona fide. The undisputed facts show there are no sword-and-shield concerns in

this case.
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C. If EchoStar Meant To Extend Waiver of Privilege to Separate and
Independent Trial Counsel, EchoStar Is in Irreconcilable Conflict

with This Court’s En Banc Decision in Knorr-Bremse

[f the steps Seagate took are not sufficient to preserve attorney-client
privilege with trial counsel, then the law obliterates attorney-client privilege for
patent defendants who elect to rely on opinion letters. Such a result cannot be
squared with the cornerstone principle of Knorr-Bremse that there are to be no
special rules in patent law that unduly burden the privilege and distort the attorney-
client relationship. See Knorr-Bremse, 383 F.3d at 1343,

Interpreting EchoStar as extending privilege waiver to separate and
independent trial counsel places Echostar in direct conflict with the en banc
opinion in Knorr-Bremse. Indeed, it negates the entire rationale of Knorr-Bremse.
In Knorr-Bremse, the en banc Court plainty was attempting to allow more
flexibility in the reltance or non-reliance on opinions of counsel. To that end,
Knorr-Bremse stated that it was overruling long-standing precedent to remove
“inappropriate burdens on the attorney-client relationship.” /d. at 1343. This
Court could not have intended that the next step in the evolution of the law would
be to allow the use of opinions only in exchange for all trial counsel
communications. Such an interpretation makes no sense. Knorr-Bremse and
EchoStar together would result in an impossible Catch-22 for patent defendants.

That is not a rational view of the law.
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Seagate believed, based upon decades of precedent, that, if it maintained
separate trial and opinion counsel, waiver of the privilege associated with an
advice of counsel defense would not extend to trial counsel. That is an entirely
reasonable belief, in view of the stated purpose of privilege waiver—to prevent
sword-and-shield tactics. EchoStar reaffirmed the law in this respect.

D. Based on EchoStar and Other Precedent of This Court, There

Should Be No Waiver for Privileged Communications of Separate

and Independent Trial Counsel Where, as Here, There Are No
Sword-and-Shield Concerns

Correctly read, EchoStar and Knorr-Bremse do not conflict on either law or
policy. It bears emphasizing that £choStar did not address the communications of
trial counsel because such communications were not before the Court. The facts
before the FchoStar Court concerned only opinion counsel. In EchoStar, this
Court stated the general rule that when a party invokes reliance on advice of
counsel as a defense to willful infringement, it waives the attorney-client privilege
with regard to any attorney-client communications relating to the same subject
matter. See EchoStar, 448 F.3d at 1299. As the EchoStar Court explained,
privilege waiver Is driven by 1ts purpose:

(S]elective waiver of the privilege may lead to the inequitable result

that the waiving party could waive its privilege for favorable advice

while asserting its privilege on unfavorable advice. In such a case, the

party uses the attorney-client privilege as both a sword and a shield.

To prevent such-abuses, we recognize that when a party defends its
actions by disclosing an attorney-client communication, it waives the
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attorney-client privilege as to all such communications regarding the
same subject matter.

Jd. at 1301 (emphasis added) (citations omitted).

That is the only reason that we have the privilege waiver rule. As this Court
has explained, “{t]he overarching goal of waiver ... is to prevent a party from using
the advice he received as both a sword, by waiving privilege to favorable advice,
and a shield, by asserting privilege to unfavorable advice.” Id. at 1303 (citations
omitted). Yes, fairness requires the waiver rule. But equally for fairness reasons,
the privilege waiver must be no broader than necessary to effectuate the goal of the
waiver. Otherwise, the danger will be exactly the one with which Seagate is faced:
an attempt by an opportunistic adversary to exercise “unfettered discretion to
rummage through all of [trial counsels’] files and pillage all of their litigation
strategies.” Id. at 1303. If that is what the law in fact allows, the cure is worse
than the disease.

Seagate preserved its attorney-client privilege with trial counsel. The way in
which Seagate kept separate litigation and opinion counsel eliminated the specter
of any sword-and-shield abuses. It would serve no beneficial purpose to extend
waiver to Seagate’s trial counsel, and it will compromise Seagate’s litigation
position. Sword-and-shield concemns are absent, so there is no basis in law or logic
for finding a waiver here. This is in harmony with the statement made by this

Court in Fort James that a court looks to a number of factors to determine a scope



of privilege waiver that is neither too broad nor too narrow: “There is no bright

line test for determining what constitutes the subject matter of a waiver, rather
courts weigh the circumstances of the disclosure, the nature of the legal advice

;f sought and the prejudice to the parties of permitting or prohibiting further

H disclosures.” Fort James Corp. v. Solo Cup Co., 412 F.3d 1340, 1349-50 (Fed. Cir.
2005). It would be inconsistent to find that EchoStar, in contrast, set torth a per se
rule.

[n EchoStar, this Court stated: “[A] district court should balance the policies
to prevent sword-and-shield litigation tactics with the policy to protect work
product.” 448 F.3d at 1302. This Court then applied a balancing analysis to the
discoverability of opinion counsel’s work product. What this Court did nof say
was that henceforth, there was to be a bright line rule of waiver for all
communications to the client both by opinion counse! and separate trial counsel on
the central patent issues. Indeed, such an automatic waiver rule would contradict
EchoStar’s directive to the district court to balance the policies to determine
whether waiver should be imposed. In applying that balance, sword-and-shield
concerns are one side of the scale. If there are no sword-and-shield concerns as is
the case here, there is certainly nothing to balance, and there can be no finding of
waiver. Said another way, if there is nothing to balance against the policy to

protect the privilege, the privilege must prevail,
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It is undisputed that there are no opinion-shopping issues in this case. Trial
counsel has done what trial counsel is supposed to do—advise on and run the
litigation. Seagate has kept trial counsel and opinion counsel in thetr separate
spheres and independent of one another. Without any specter ot sword-and-shield
tactics, there is nothing to counterbalance the policy to protect privileged
communications and work product. Under these conditions, there should be no
waiver of privilege for trial counsel communications. Therefore, on the undisputed
record, the district court erred in finding waiver of privilege.

E. In Ampex, the Only Post-EchoStar Case To Analyze Privilege

Waiver Law Under Facts Involving Separate and Independent

Trial Counsel, the District Court Declined To Extend Waiver to
Trial Counsel

Since EchoStar, there have been a number of district court decistons
involving extension of privilege waiver to trial counsel. However, the vast

majority of the cases involve opinion and trial counsel from the same firm.'” Onty

" Where trial counsel and opinion counsel overlap, the issue presented is not
solely waiver of trial counsel’s communications, as here, but of opinion counsel’s
communications as well. As Ampex observed, such overlap is “an unfortunate
blending of roles that is, thankfully, rare and beyond the discussion provided here.”
Ampex, 2006 U.S. Dist. LEXIS 48702, at *11 n.4. The other post-EchoStar cases
are Affinion Net Patents, Inc. v. Maritz, Inc., No. Civ. A. 04-360-]JF, 2006 WL
2096712 (D. Del. July 28, 2006); Beck Sys., Inc. v. ManageSoft Corp., No. 05 C
2036, 2006 WL 2037356 (N.D. IIl. July 14, 2006); Genentech, Inc. v. [nsmed Inc.,
No. C-04-5429 CW (EMC), 2006 U.S. Dist LEXIS 55992 (N.D. Cal. Aug. 10,
2006), objections overruled, dkt. no. 576 (N.D. Cal. Sept. 5, 2006); Indiana Mills
& Mfg., Inc. v. Dorel Indus., Inc., No. 1:04-cv-01102-LJIM-WTL, 2006 U.S. Dist.
LEXIS 34023 (S.D. Ind. May 26, 2006), opinion withdrawn, 2006 U.S. Dist.
LEXIS 47852 (S.D. Ind. July 14, 2006); Informatica Corp. v. Bus. Objects Data

(continued...)
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one case, Ampex, specifically analyzes how EchoStar applies to trial counsel when
opinion and trial counsel have been kept separate and independent. In that case,
the district court declined to extend waiver to trial counsel. Ampex Corp. v.
Eastman Kodak Co., No. Civ. A. 04-1373-KAJ, 2006 U.S. Dist. LEXIS 48702, at
*9 (D. Del. July 17, 2006} (Tab K). Ampex based its ruling on its understanding
that EchoStar did not authorize the district court to go so far. /d. at *10-11.

In Ampex, the plaintiff sought all communications between Kodak and its
trial counsel “bearing on the subject of infringement” on the grounds that
“Lchostar ... makes everything fair game for discovery.”’ Id at *2, ¥6. The
Ampex court rejected any reading of EchoStar that “[a]ny time trial counsel 1s
talking to their client about infringement, [piaintiff] is entitled to know about it.”

fd. at *6.

Integration, No. C 02-3378 JSW (JL.). 2006 WL 2038461 (N.D. Cal. July 14,
2006), aff’d, 2006 WL 2329460 (N.D. Cal. Aug. 9, 2006); Infex Recreation Corp. v.
Team Worldwide Corp., No. Civ. A. 04-1785 PLF/DAR, 2006 WL 2023552
(D.D.C. July 14, 20006).

 Interestingly, the Ampex court noted that initially the plaintiff contended that
EchoStar entitled it to every communication from counsel. Ampex, 2006 U.S. Dist.
LEXIS 48702, at *6 n.3. The court observed that plaintiff “backed off” that
position and asserted instead that £choStar’s “core holding” was that “discovery
should not be permitted as a sword and shield” and “that principle [was] sufficient
to require disclosure of trial counsel’s communication [to its adversary in the
Ampex] case.” [Id.
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The Ampex court found no indication in EchoStar that showed “a desire by
the Court of Appeals to have every communication a client has with its trial
counsel on the very subject of an infringement trial open to review by opposing
counsel.” 2006 U.S. Dist. LEXIS 48702, at *9. Plaintiff’s reading of EchoStar,
the court stated, “[was] far too broad and [the plaintiff*s motion was] an
extravagant demand at odds with the generally understood contours of the
attorney-client privilege.” [d. at *7.

[nstead, the Ampex court explained that the “broad language” in EchoStar
must be taken in context. The court took note that EchoStar did not address the
issue of communications with trial counsel. 2006 U.S. Dist. LEXIS 48702, at *11.
Rather, in EchoStar, the concern was whether EchoStar was attempting to suppress
an unfavorable opinion from opinion counsel on the basis of privilege while
relying on another, more favorable opinton, the classic sword-and-shield fact
pattern of selective disclosure. “It is hardly surprising that the [Federal Circuit],
given those facts, would call that maneuver a foul.” 2006 U.S. Dist. LEXIS 48702,
at *9. In agreement with Seagate’s reading of EchoStar, the Ampex court
identified as the controlling principle that the attorney-client privilege cannot be
used as a sword and a shield: “[S]elective waiver of the privilege may lead to the

inequitable result that the waiving party could waive its privilege for favorable
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advice while asserting its privilege on unfavorabie advice.” /d. at *8 (citing
EchoStar, 448 F 3d at 1301).”"

The Ampex court further observed that “if all attorney-client discussions
touching on the same subject were to be viewed as ‘advice’ or ‘opinions’ on a par
with the legal opinions that were at issue in Echostar, the [EchoStar| court’s
comments would have to be understood as demolishing the practical significance
of the attorney-client privilege.” /d. at *10. Such a result would be flatly
inconsistent with other portions of EchoStar and with the Federal Circuit’s
jurisprudence regarding attorney-client privilege, particularly Knorr-Bremse, 383
F.3d at 1344. See id.

The Ampex court is the only court since FchoStar to analyze privilege
waiver under facts which are similar to Seagate’s. Judge Jordan reached the
correct result. The same outcome should apply here, and there should be no

discovery of trial counsel’s communications.

* The Ampex court specifically addressed and rejected plaintift’s contention that
EchoStar’s citation of the Akeva case established that waiver should extend to
separate and independent trial counsel. See Ampex, 2006 U.S. Dist. LEXIS 48702,
at *11 (referencing Akeva L.L.C. v. Mizuno Corp., 243 F. Supp. 2d 418 (M.D.N.C.
2003)). “What [the plainttff] Ampex ignores is that Akeva dealt with
circumstances in which the defendant expressly relied on its trial counsel’s
noninfringement opinion to continue operating, while awaiting a separate opinion
from another source.” /d. (referencing Akeva, 243 F. Supp. 2d at 419-20). “That is
not akin to the facts in [the Ampex| case” nor to the facts in this case. /d.
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F.  This Court Has Rejected an “Automatic Waiver” of Privilege for
Plaintiffs in an Analogous Context

In the Zenith case, this Court rejected an automatic waiver rule for plaintiffs
in an analogous context. Zenith Radio Corp. v. United States, 764 F.2d 1577 (Fed.
Cir. 1985) (reversing orders to produce documents and other discovery). The issue
in Zenith was whether plaintiffs may bring a claim and then “hide behind the shield
of a privilege and withhold testimony that may materially aid the defense while
invoking the aid of the court in prosecuting a claim.” Id. at 1579 (citation omitted).

[n Zenith, this Court rejected outright an approach taken by some other
courts, namely, an “automatic waiver” rule. For similar reasons as in Zenith, no
automatic waiver rule should apply here. This Court explained that attorney-client,
work product, and executive communications privileges “involve subtle and
sensitive questions and ordinarily should not be breached without a more
penetrating analysis than the automatic waiver rule involves.” Id. at 1580. “A
party does not automatically waive these privileges, which protect the formulation
of legal opinions or litigation strategy, simply by bringing suit.” /d. Here, too, this
Court should clarify that a patent defendant cannot and does not automatically
waive its privileges as to all trial counsel communications simply because it raises
a defense to willfulness.

The Court in Zenith discussed two other approaches: a balancing test, which

balances the need for discovery against the need for protecting discovery, and the
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more demanding Hearns test, which considers whether, among other facts, the
opposing party 1s seeking discovery “vital to his defense.” See id. at 1579.
7enith’s balancing test 1s similar to the balancing approach in EchoStar. In Zenith,
however, this Court found it unnecessary to choose between the two remaining
tests because Zenith failed to make the “strong showing of need” to breach the
privilege under either test. See id. at 1580. This Court stated, “These matters
[sought to be discovered] are tangential to and remote from the central legal issue
in the case [the government’s rights under certain settlement agreements]. ...
[T]heir probative value ts too weak to justify breaching the important privileges the
government asserted ...." /d. at 1580-81. |

EchoStar did not adopt an automatic waiver rule for all client
communications of all counsel, including trial counsel, on infringement, validity,
and enforceability. If, on the other hand, EchoStar marks the end of privilege
(which it cannot) for trial counsel after an advice of counsel defense to willfulness,
then there is no such defense going forward. No patent defendant will ever again
assert reliance on an opinion letter, if it means that privilege is lost for
communications with trial counsel on substantive patent issues. As observed supra,
that is entirely inconsistent with the decision of the en banc Court in Knorr-Bremse
to overrule long-standing, harsh precedent so that the law of privilege for patent

cases would be brought into line with the law of privilege for other areas of law.
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V. CONCLUSION
Seagate has exhausted its remedies in the district court and has no choice but
to seek review from this Court. Seagate respectfully requests that this Court clarify
the law and eliminate the dilemma that currently exists for Seagate and other patent
defendants. For all the above reasons, the Court should issue a writ of mandamus
under 28 U.S.C. § 1651 ordering the district court to vacate its Orders of July 11,
2006, May 28, 2004, and September 8, 2004 to produce Seagate’s trial counsel

communications protected by attorney-client privilege and work-product protection.

g
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UNITED STATES DISTRICT COURT
SOUTHERN DISTRICT OF NEW YORK
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CONVOLVE, INC., and MASSACHUSETTS + 00 Civ. 5141 (GBD} (JCF)
INSTITUTE OF TECHNOLOGY, :
s MEMORANDUM
Plaintiffs, : AND ORDER
- against - :

COMPAQ COMPUTER CORP. and SEAGATE
TECHNOLOGY, INC.,

Defendants.
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JAMES C. FRANCIS IV
UNITED STATES MAGISTRATE JUDGE

The plaintiffs in this action have sued the defendants,
_'Seagate Technology, Inc.  (“Seagate”) and Compag Computer Corp.

infringement of the plaintiffs’ computer disk drive technology.
The defendants, in turn; assert that they acted in good faith
because they rellied on the advice of counsel. They concede that by
'relying on an advice~of-counsel defense,.theylhave waived the
attorney-client privilege as well as work product immunity with
respect to cémmunications with and documents created by opinion
counsel. At issue now are two questions fhat have split the
courts: to what extent does reliance on advice of counsel waive
the :attorneynclien; privilege for communications with trial
counsel, and does any such waiver extend to trial counsel’s work
| product?
Backaround
On July 13, 2000, the plaintiffﬁ initiated this lawsuit

alleging, among other claims, theft of trade secrets and patent

(“Compaq”), alleging, among other claims, -willful patent'




‘infringement in connection with the plaintiffs’ “Input Shaping” and
“Quick and Quiet” technologies. The “Input Shéping” tegﬁn@logy
permits machines to operate more quickly and quietly by'reducing
vibrations associated with machine movemen;.t (Amended Complaint
{(*Am. Compl.”)}, 9% 3}. The “Quick and Quieth application is a
computer control panel feature that permits usefé‘to select between
the fastest or quietest performance for computer disk drives. (Am,
Compl., ¥ 6). '

The “Input Shaping” technology is the subjeét af United States
patent numbers 4,916,635 (the ™“‘635 patént") and 5,638,267 (the

——————"1267 patent”); which were iSsued to the plaintiffs.on Bprii 10, .. {—

1990, and June 10, 1997 respectively. (Am. Compl., ¥1 3, 109). A
third patent, United States patent numbér 6,3;4,373 (the ™*473
patent”), was issued on November 6, 2001, and covéred the
piaintiffs’ "Quick and Quiet” technology. (Am. Compl., 1-6, 116).
On January 25, 2002, the plaiﬁtiffs filed an Amended Complaint,
adding the '473 patent to their patént infringement claim (Am.
Compl.r %9 115~120), and séeking treble damadeg on the érqund that
the defendants’ infringement of the ‘635 and ‘ZGj‘patents was
“knowing, willful and deliberate.” {Am. Compl.; q . 114y.-

Seagate initially retained the law firm'cf Orfick,'Herrington - 1

& Sutliffe to serve as-its trial counsel but later switched.to the .

firm of MéDermot£, Will & Emery. Fish & Neave serves as trial

counsel for Compaqg.

After the filing of the original-cqmplaiﬁt, Seagate retained

Gerald T. Sekimura, who was then with the law firm of Limbach &

2




timbach L.L.P., to provide an opinion as to the legélitylpf its
conduct. Mr. Sekimura issued three written opiniops. The first
.~ opinion, dated July 24, 2000 (the “7/24/00 Opinion”), concerned
the ‘635 and ‘267 patents and International.ApﬁlicatiOn WO 99/45535
(the %1535 Internatidnal Applicatlon"), which relates to technology
similar to that covered by the ‘473 patent (Am.'éompl.} {4 4). The
report reviewed the computer disk drive technology used in
Seagate’s products and the plaintiffs’ patent claims and concluded‘
that many of the plaintiffs’ claims were inﬁalﬁd and that the
plaintiffs had failed to show infringement by Seagate’s existing
products. T (1/24/00 Opinien af 1=21).  The..report -noted—that-

further_analysié vas needed because only 186 of the over 340 claims

made by the plaintiffs had been reviewed (7/24/00 Opinmion at 1),
and it noted that the ‘535 International Applieation analyzed in
the report “is pot an issued patent.” (7/24/00 Opinion at 16).
On December 29, 2000, Mr..Sekimura forwarded to Seéq&te an
“Updated Report Re ‘Convolve Patents” (thel "12/29/00 oOpinion”}
concerning the same patents and'application.aélthe 7/24/00 Opinioh.
The 12/729/00 Opinion drew the same conclusions as the 7/24/0¢
Opinion but addéd, with respect to the ‘267 patent,.that many of
the plaintiffs’ claims were not only invalid- but may be
unenforceable due to incomplete disclosures of prior art by the
inventors. (12/29/00 Opinion 'at 2, 29). :.Thé repért- also
| recommended - that further review of the '535 International
Application be postponed until the U.S. Patent énd Trademark Office

evaluated the plaintiffs’ claims to determine whether to issue a




patent. (12/29/00 Opinion at 2).  The report noted again that only
186 claims had been reviewed, and that “[f]urthef supplementatioh
may be desired of this study.” (12/29/00 Opinion at 1}.

Finally, on February 21, 2003, Mr. Sekimura, now with the law
firm of Gray Cary, provided Seagate with an opinion {the “2/21/03
Opinion”) concerning the ‘473 patent. The report reviewed the
eight “independent” and seven “dependent” claims made by the
plaintiffs, and drew various conclusions regarding Seagate’s non-
infringement of the ‘473 patent and the invalidity of the
plaintiffs’ claims. (2/21/03 Opinion at 13-14, 32-39).

_ILlEE_ei ZQQ]._“ Q. Im -Q. lﬁ-- Ih l yA‘Z QHQ 2 . _C_Qmp_aq, r_el:' aiDEd‘.MiChaal_-SL.._DOWWW ler ...

of the law firm of Howrey Simon Arnold & White to prepare an
'opinion concern{ng the plaintiffs’ patents. (Letter from Special
Master Pasquale A. Razzano dated Sept. 18, 2003 - (the “9/18/03
Order”) at 2). Compag thereafter instructed Mr. Dowler to stop
work on his .report_ after 1t learned of the Seagate oplnions
obtained from Mr. Sekimura. (9/18/03 Order at 2). Before that
decision was made, however, Mr. Dowler forwarded to Compaq an email
“draft opinion”_or “template” that analyzed the “disclosures and
progecution histories” relating to the ‘635, ‘267, and ‘473
patents. (9/18/03 Qrder at 3). The “draft opinion” contained a
“Conclusion” section, which stated, “Compag __ ‘s do not infringe
any of the system claims. . . .” (9/18/03 Order at 3).

On July 27, 2001, the Honorable John S. Martin, to whom the




- ‘case was then assigned,! appointed Pasquale A. Razzano to serve as

a Special Master to hear and determine all discovery disputes

relating to trade secret information. Pursuant to a Scheduling
order issued by Mr. Razzano, both Seagaté andiCompaq notified the
%: plaintiffs in early 2003 of their intent to rély on the 7/24/00,
-i" 12/29/00, and 2/21/03 Opinions from Mr. Sekimuré'as the basis for
thelr advice-of-counsel defense to the claim.of willful patent
infringement. (Letter from Pasquale A, Razzano dated'September 23,
2003 (the “9/23/03 Order”) at 2-3). The defendants disclosed the

t three opinions to the plaintiffs, and made Mr. Sekimura available

*{ZZ::::EQE*,Q__QngﬂiLion. ... {Pefendant _ Cpmpaq__Cnmpnte:d%CorpocatLon~sw—w—————~—~
Opposition to Plaintiff Convolve, Inc.’s July 10, 2003 Motion to

Compel Discovery from Compaq A(“Compaq Opp.”) at 1-2).  All
-“correspondences and work product (regardless of whether it was or
was not communicated to Seagate}” were producgd from Mr. Sekimura’s
files, as were cdmmunications with Mr. Sekimura in Seagate’s files.
{Seagate Technology LLC's Opposition to Convplve, Inc.*s‘Motion to
Compel Discovery from Seagaté (“Seagate Opp;f) at 3). 'Morgover,
two of Compaq’s in-house attorneys were deposed “on the subject of
opinions of counsel,” (Compaq Opp. at 2). v
On May 23, 2003, the_plaintiffs moved to compel discovery

relating to Mr. Dowler from'Compaq. In an order dated September
' 18, 2003, the Special Master held that by asserting the advice-of~

] counsel defense, Compaq had waived -the attorney-client and work

;i; ‘1 This case was re-assigned to the Honorable George B. Daniels
E oh July 23, 2003.




product privileges with respect to “all opinions of counsel on the
same subject.” (9/18/03 Order at 5). The épeciel.ﬂaster crdered
that Compaq produce the ﬁdraft” opinion‘from Mf.‘Dcwlef and “all
other documents relating thereto,” and-he ordefed Mr. Dowler to
appear for a deposifion. {9/18/03 Order at 6 7) The Special
Master excluded Compag’s trial counsel, Fish & Neave, from his
order, noting that trial counsel was the subject of a separate
motion. (9/18/03 Order at 5 n.3). - '

On July 10, 2003, the plaintiffs again ‘moved to compel

discovery from Compag with. regard to the “work of Compaq and its

.varions caounsel., andncommunicaticns—amang>cempaqﬁnwbbetweeﬂﬁamqpaq

and others, including its counsel, which evidence re;ates to the
infringement, validity and enforceability of the pafenfsrin—suit.”
(Convolve, Inc.’s Memorandum of Points and Authorities in Support
of its Motion to Compel Discovery from Compaq (“Pl. Compaq Memo.”)
at 2). .In an order dated September 23, 2003, the Special Master
ruled that Compaqg ﬁust produce “all cpiqicns commun;cated to
it . . . by any counsel, including trial cccncel, up to the date on
which [Compaq] concluded [it] would rely on the Séagete opiﬁions.”'
(9/23/03 Order at 13) (emphasis omitted). 'Addit.ionally, the

. Special Master ordered production of “all'docﬁmenﬁs relied on or

considered by such counsel . . . in connection with.any opinions or

" information communicated to Compag. . . .” (9/23/03 Order at 13).

For the post-reliance period the Special’ Master ordered that
“communications between trial counsel {and Compaq]” be produced in

camera for disclosure of “contradictory opinions of trial counsel,




or those casting doubt on earlier opinions.” (9/23/03 Order at 14)
(emphasis omitted).

By letter dated October 1, 2003, Compagq moved for
clarification of the Special Master’s order, requesting a ruling on
the “scope of ‘opinion’ discovery contemplated by the Order;”
(Compaq Letter to Pasquale A. Razzano dated Oct. 1, 2003 {“Compag
10/1/03 Letter”) at 3). Compaqg asserted that the term “opinion”

should be construed to mean “a ‘formal’ opinion, whether written or

.oral, that was provided to a client in response to a request from

the client for an opinion.” (Compaq 10/1/03 Letter at 1).

from Seagate.? Contending that such discovery should extend beyond
the “opinions” referenced in the 9/23/03 Order (Convolve, Inc.’s
Memorandum of Points and Authorities in Support of its Motion to
Compel Discovery from Séagate (“PLl, Seagate Memo.”) at 2 n.l), the

plaintiffs sought .-to obtain

internal communications on the same subjects as the
formal (Sekimura] opinions, communications between
Seagate and any attorneys on the same subjects as the
formal opinions, documents reflecting outside counsel’s
opinion as to the same subjects of the formal opinions,
documents reviewed or considered, or forming the basis

- for outside counsel’s opinion as to the subject matter of
the formal opinions; and documents reflecting when oral
communications concerning the subjects of the opinions
occurred between Compag and outside counsel,

{Pl. Seagate Memo. at 2) (emphasis omitted).

? While it appears from the record that some motions were made
by plaintiff Convolve, Inc. (“Conveolve”}, and others by both
pPlaintiffs, I will refer to all of the motions as “the plaintiffs’
motions,” as my ruling will apply to both plaintiffs in any event.
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In a letter to the Special Master dated October 10, 2003, the’
plaintiffs asserted that a conflict of idtere&i ﬁay exiét with
respect to Mr. Razzano, arising from the brief represehtation by
Mr. Razzano’s law firm, Fitpatrick, Ce;la? Harper & Scinto, of a
defendant in another patent infringement action,  (Plaintiffs’
Let-ter to Pasquale A. Razzano dated Oct., 10, ‘2.0.03 (*Pl. 10/10/03
Letter”)}.? While expressing disagreement_ﬁith the blaintiffsf
position, the Special Master neverthglesé recused himself on
October 14, 2003. (Razzano 10/14/03 Letter at 3). |

By letter dated October 24, 2003, the plaintiffs'requeatedn

tnat*EﬁéfHéﬁbréETQ“GQng&;ﬁ*ﬂnéuiels_set_a_pxa%méﬁigﬁ;eenference—4—“—f'

with'rgspect to several outstanding discovery disputes, inciuding
the parties’ disagreements over the Speciai‘Maste;’s'9/23/03'0rder.
(Plaintiffs’ Letter to Hon. George B. Daniels dated Oct. 24, 2003
(“PL. 10/24/03 Letter”) at 1, 4). In their letter, the plaintiffs
moved for modification of the order such that:fhg;dichvery ordered
from Compag not be.“limited to ‘opinions’ and their supporting’
documents, but extend[] to other evidence cdﬁcerning<the subjebt
matter of . the opinions, 1i.e,, wvallidity,- 1nf;ingemeht or

“enforceability of the patents in suit.” (PIL. 10/24)03 Letter at

3 A decision in the other action, Michlin v. Canon, Inc., 208
F.R.,D. 172 (E.D. Mich. 2002), also addressed the scope of a waiver
of the privilege resulting from assertion of the advice-of-counsel
defense to a claim of willful patent infringement. The plaintiffs
noted that Mr., Razzano’'s firm had represented one of the
defendants, Hewlett Packard, which later merged with Compaq. (Pl.
10/10/03 Letter). The overlap in time between Mr. Razzano’s role
as a Special Master in this case and his firm’s representation of
Compag in Michlin was 19 days. (Letter of Pasquale A. Razzano to
Hon. - George B. Daniels dated Oct, 14, 2003 (“Razzano 10/14/03.
Letter”) at 2}. L
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4).

On December 9, 2003, Judge Daniels referred the case to me for

pre-trial supervision, including resolution of the pending

disputes.

|21 §CU§SLOQ
A. Legal Standards

Under 35 U.S.C. § 284, a trial court may, at its discretion,

increase the damages awarded for patent infringement to a maximum
of three times the compensatory award assessed by a jury. -Although

not mandated by statute, such enhanced damages have been approved

patent_righta, that 1is, where the infringeMentAié willful.” Read

rp, v Inc,, 970 F.2d 816, 826 (Fed. Cir. 1992}
(citations omitted); accord Thorn EMI North America, Inc, v. Micron
Technology, Inc., 837 F. Supp. 616, 620 (D. Del. 1993) (citing

Mathis v. Spears, 857 F.2d 749, 754 (Fed. Cir. 1988)).

One important factor in determining the willfulngss of an

infringer’s actions is whether legal advicé'ﬁas sought before the

*1 (S.D.N.Y. March 18, 1994) {“ (A} poteﬁtial ihfringef having
actial notice of another’s patent has an affirmative duty of due
care that normaliy requires the potential infringer to obtain

competent legal advice before infringing® or continuing to

infringe.”) (quoting Minnesota Mining and Manufacturing Co. v.

Johnson & Johpson Orthopaedigs, Inc., 976 F.2d 1559, 1580 (Fed.

9

l;;:iﬁhete_tﬁé:lnﬁclagep“actedﬁingwantea—disfegaéézéf-the?ﬁatehtee*$*4w

infringement occurred. See !aziﬁb;g:Eg;2mg;zz.ﬁi&;u;&.ﬁ&xglgnmgat'
‘Corp. v, Morpheus Lights. Inc,, No. 90 Civ. 5593, 1994 WL 97572, at




Cir. 1992}): Underwater Devices Inc. v. Morrison-Kpnudsen Cg., 717
F.2d 1380, 1389-90 (Fed. Cir. 1983). Where such advice  is
obtained, reliance on the_advice must be reasonable; the central
focus in a determination of willfulness is the infringer’s state of

mind. See Ortho Pharmaceutical Corp. v. Smith, 959 F.2d 936, 944
(Fed. Cir. 1992); Thorn, 837 F. Supp. at 620, '

Where a party in a patent infringement action asserts the
advice of counsel as a defense to a claim of willful infringemenf,

it waives the attorney-client privilege as to the‘subject matter of
the advice received. See, e.g., Carl Zeiss Jena GmbH g, gig-ggg

" Laboratories. Ing., No. 98 Civ, 8012, 2008 WL 1006371 —at—+t————— |_
(3.D.N.Y. July 19, 2000); -Gobain/Nort ial Cer '
Corp. v. General Electric Co., 884 F. Supp. 31, 33 (D. Mass. 1995).
This rule follows from the general principle that if privileged
communications are placed “in igsue” by virtue of claims or
defenses in litigation, then a “broad[] subject matter waiver [of
the privilege] is effected.” Oxyn Telecommunications, Inc. v. Onse
Telecom, No. 01 Civ. 1012, 2003 WL 660848, at *6 (S.D.N.Y. Feb. 27,
2003} ; accord In re Grand Jury Proceedings, 219 £.3d 175, 183 & n.4
{2d Cir. 2000) (citing 8 J. Wigmore, Evidence § 2327 (McNaughton
ed.,A 1961)). The rule seeks to promote fairness in patent

litigation, since “it would be fundamentally unfair to allow a

party to disclose opinions which support its position, and ‘ .Qm
simultaneously conceal those which are adverse.” Saint-Gobain, 884 ‘

F. Supp. at 33.
As codified in Rule Z26(b) (3) of the Federal Rules of Civil

10
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procedure, the work product doctrine requires that documents

wprepared in anticipation of litigation or for tfia}” be pfoduced
only upon a showing of: (1) “substantial need” by the discovering
party and {2) “undue hardship” if the documents must be obtained by
other means, Even where the required showing is made, Rule
26(b) (3) mandates that “the court shall protect'ééainst disclosure
of the mental impressions, conclusions, opinions;‘or leéal theorlies

of an attorney.” Thus, such "mental impression” or “opinion” work
product is accorded an even greater level of pfoteétion. See

n State - 134 F.3d 1194, 1197 {2d Cir. '199%8);

| j;_,_ngggggh£E=£;ggggLr 218 F.R.D. 41, 4B~4N1£L4¢J£r~2003}rw—;———Q—;—w

Bg Seagate

Ih this case, Seagate has.asserted, as a defense to . the.
plaintiffs’ claim of willful patent infringeﬁent and enhanced
damages under 35 U.S.C. § 284, that it relied_on the 7/24/00,
12/29/00, and 2/21/03 Opinions from Mr. Sekimura. Seagate &oncedes
that by asserting this defense, it has wéived the attorney-client
privilege and work product immunity with résﬁect to Mr. Sekimura.

(Seagate Opp. at 3). The dispute concerns the extent of the Faive:"

‘with respect to attorneys other than Mr. Sekimura.

The plaintiffs contend that Seagate has. waived both
protections with resﬁect fo “all documents aﬁd other discovery ﬁhat
are relevant to the subject matter of [the Sekimura] opinions.”
(Pl. Seagate Memo. at 1). They seek both privileged communiéétions
and attorney work product relating to the same1squéct‘ﬁatter with

regard to “any attorneys” retained by Seagate.  (Pl. Seagate Memo.

11



at 2). In light of the “heightened protections for privileged
information of trial counsei," the plaintiffs requesi fhat
" “documents and things which post-date Seaeate's reliance on the
[Sekimura] opinions” be produced in camera eojthat only vevidence
contradicting or casting doubt upon the [Sekimura] opinions” can be
selected for disclosure.r (Pl, Seagate Memo.’atﬁz, 15) .
Construing the plaintiffs’ motion as: seekine ‘“ohly the
privileged communications between trial counsel and Seagate'and the
work product of Seagate’s trial counsel” (Seagete Opp. at 3),

Seagate contends that it has not walved any privilege with respect

~_Fto_t;iai_counselmbecause—it—ﬂnevefmfequeseedﬁané Rever- feeeive&— S -

reliance opinions from its trial coungel.” (Seagate Opp at 9).
Seagate further contends that it “retained opinion cOunsel prior to
litigation and has maintained_its reliance on that counsel,” and
that opinion counsel was neither selected nor influenced by
Seagate’s trial counsel. (Seagate Opp. at'9-10);. Seagate argues
that the plaintiffs; motion, if granted, would have a chilling
effect on communications with‘its trial copﬁeel-(Seagate opp - at
2), and that a bright line should be drawn suEh(;ﬁat‘uniese a
" formal opinion is issued by trial counsel, coﬁmhﬂieations with that

ecounsel should be absolutely protected. .{Tr;“at 51-52) .4

1. Attorney-Client privilege

As diseussedvebove, a party that asserts the advice of counsel

defense to a claim of willful patent infringemeht waives the

! “pr,.” refers to the transcript of oral argument conducted on
January 20, 2004. .
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attorney-client privilege as. to the subject matter of the advice
disclosed. This waiver extends not only to the attorney who
rendered the opinion creating the waiver, but alsc to all other
attorneys who may have advised or communicated with the client on
the same subject matter. AKEVA L.L.C. v. Mizuno Corp.,, 243 F.
Supp. 2d 418, 423 (M.D.N.C. 2003) (“Since the waiver encompassed
the subject matter of advice, that means that all opinions rece%ved
by the client must be revealed, even those opinions the client

receives from attorneys other than opinion counsel.”): accord

Bank e, N.A,, 205 F.R.D. 212, 217

} '"("ﬁ_-u-qmm 111, 2001} . DO .
| No. 4:99 Civ. 311, 2001 WL 34104928, at *2 (N.D. Fla. Jan. 22,

and Johnson, 227 U.S.P.Q. 886, 887 (D. Mass. 1985}. As explained

by the Court in AKEVA:

Practical reasons exist for this rule. The exercise of
due <care requires -a potential infringer to act
reasonably. The infringer may not pick and choose
between what opinions will be relied upon and which will
be discarded. The totality of the circumstances test
regquires that all knowledge galned by the infringer
relating to the advice subject matter must be revealed so
that the factfinder can make its own determination as to
whether the rellance was reasonable,

243 f. Supp. 2d at 423.

Here, Seagate has placéd at issue the advice of its opinion
counsel, Mr. Sekimura, and it has produced the otherwise privileged
opinions communicated to Seagate. Seagéte has therefore waived the
privilege with respect to all communications not only with Mr.

Sekimura, but also with its other attorneys, including trial

13




counsel, concerning the subject matter of Mr. Sekimhra's advice.
Although Seagate contends that it did not receiﬁe any “reliance
opinions” from itsrtrial counsel, this representation- does not
foreclose the possibility that trial counsel communicated informal
opinions or oral advice. The subject matter ﬁaiVe; arising from
the advice-of-counsel defense clearly exten&s to all such
“communications,” not 3just formal or written opinions. Sece
Benefigial, 205 F.R.D. at 217 (“[A] party must produce not only
other communications and opinions of the same attorney, but also
privileged iﬁformation from other counsel inveolving the same
2001 W 34104928, at ¥2 (“The waiver.exteads-to —— |-
communications between [the defendant] and any attorney, inclﬁding ‘

‘ trial counsel. . . .”):; Micron Separations, Inc., v. Pall Corp.,
159 F.R.D. 361, 363 (D. Mass. 1995) (the advice-of-counsel defense

effects a "“'‘subject matter’ waiver -- i.e., a waiver of all
communications on the same subject matter”).

With respect to the temporal scope of Séagate's waiver, it is
well established that a potential infringer-héving “actual notice”
of another’'s patent has a duty to exercise reasonable care, which
normally includes obtaining “competent legal advice.” Minnesota
Minihg, 976 F.2d at 1580. Since infringement is a continuing
aéti?ity, this requirement of reasonable care is a continuing duty,
meaning that the nature of any legal advice sought remains relevant
“during the entire course of the alleged‘infringement.” AKEVA, 243
F. Supp. 2d at 423; accord Micron, 159 F.R.D. at 363 (“[Wlhen a

party is charged with wilful infringement, what is relevant is that
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party’s state of mind during the time when it is taking actions
which allegedly infringe the patent.”). Accordingly, a waiver of
the privilege resulting from the advice-of-counsel defense extends
9} throughout the period of infringement, . “including up through

trial.” BKEVA, 243 F. Supp. 2d at 423: accord D.0.T,, 2001 WL

34104928, at *2 & n.4.?
Here, the plaintiffs allege that Seagate learned of the ‘635

and ‘267 patents in 1995 and 1997 respectively (Pl. Seagate Memo.

: at 3; Am. Compl., 19 22, 34), and that they notified-Seagate-of its
.%53' alleged infringement of the ‘473 patent shortly after the 'patent
i ~ “issued in November 2001. {Tr. at 172). ,It_is_gndlsputed—thatw~~———m

Seagate’s alleged infringement -- namely, ité manufacture of

computer disk drives using technology that was allegedly stolen
from the plaintiffs -- is continuing. (Am. COmpi., 99 58-62, 111,
117} . Accordingly, Seagate’s waiver of the privilege resulting
from its advice- of-counsel defense should extend from the time it
became aware of the plaintiffs' patents until such time in the
future that Seagate ceases its alleged 1nfringement. AKEVA, . 243 F.
Supp. 2d at 423; Duphall, 994 F. Supp. at ‘1206 (privilege is waived

 while some cases, most notably 1 eu

i e I . 994 F. Supp. 1202 (C.D. Cal. 1998), have
limited the waiver of the privilege with respect to frial coupgel
to the period prior to commencement of suilt, such a filing date
cutoff seems inconsistent with the continuing duty of care imposed
in ongoing infringement cases. The filing date rule |is
particularly unworkable for this case, since the opinions that
triggered the waiver were not obtained until after the suit
commenced, meaning that evaluating the effect of later-received
contrary opinions on Seagate’s state of mind would necessarily
implicate the post-filing period.

15




for the “entire time period of the alleged infringement”).

Next, the plaintiffs propose a subjecﬁ matter limitation of
Secagate’s waiver such that discovery regarding trial counsel for
the “post-reliance” period would be limited to “such evidence
contradicting or casting doubt upon the [Sékimura} opinions,” -
selected after in camera review. (Pl. Seagate Memo. at 15). This
proposal mirrors the approach taken by the Special Master with
respect to Compag in his 9/23/03 Order. - ({9/23/03 Order at 14).
‘While there is some case law supporting the “contradictory

opinions” approach, see, e.g.. Bepeficial, 205 F.R.D. at 218; .

—1998-WL, 781120, ——— -

g

at *4-5 (N.D. Ill. Nov. 3, 1998), such a limitation  does not
compdrt with the nature of Seagate’s “subject matter waiver,” which
extends to the entire subject matter of Mr. Sekimura’s opinions —-
infringement! validity, and enforcement of the patents at issue.

' The waiver would therefore encompass inf&rmapion that is both -
consistent with and contrary to Mr. Sekimuré’; advice. See D.O.T.,
2001 WL 34104928, at *2; Duphall, 994 F. Supp. at 1205. Moreover,
a waiver that encompasses both negative and positive information
would not cause unfairness to .Seagate, since the additional
disclosure of favorable evidence would only bolster its advice-of- ;g-
counsel defense. _

Nevertheless,.care should be taken to minimize the disclosure 'i

of communications pertaining to trial or litigation strategy. To-

be sure, trial counsel’s advice that undermines the reasonableness

of the client’s reliance on advice of opinion counsel must be
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disclosed even if it is communicated in the context of trial
preparation. But, at the same time, trial counsel will surely
address with the client trial strategy éoncerning validity,
infringement, and enforcement in ways that do not implicate the
advice-of-counsel defense. Therefore, to the extent that Seagate
wishes to withhold or redact documents that would reveal trial
strategy or planning, it shall submit those documents for my in
camers review.

For the foregoing reasons, the plaintiffs’ motion with respect

to Seagate’s waiver of the attorney-client privilege is granted.

-~ Seagate .shall produce_all documents, answers to_interrogatories, - -

and deposition testimony concerning communications between Seagate
(or its in-house counsei) and any of its attorneys, including trial
counsel, with respect to the subject matter Qf Mr. Sekimura‘s
opinions, i.e., the infringgment, validity, and enforcement of the
‘635, ‘267, and ‘473 patents.® The time period of the waiver runs
from the time Seagate became aware of the patents at issue and
continues until such time as Seagate’s alleged infringement ends.
Any communications between Seagate and its trial counsel concerhinq
the subject matter of Mr. Sekimura’s opinions that also relate to

trial strategy or planning shall be submitted for my review.

 To the extent that the plaintiffs’ request for “internal
communications on the same subjects as the [Sekimura) opinions”
(Pl, Seagate Memo. at 2) refers to communications between Seagate
and its in-house counsel, that request-would be covered by this
order. If “internal communications” relates to individuals within
Seagate who are not attorneys, such communications :are not subject
to the attorney-client privilege and should be disclosed in any
event.
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2. ork Prod unit !

While it is well established that assertion 6f the advice~of~
counsel defense in patent litigation creates a subject matter
waiver with respect to all privileged communications, the case law
is inconsistent as t6 whether the waiver exten&s to an attorney's
work product. The central split in authority perfains to the issue
of “uncommunicated work product,” that is, work.product-that is not
disclosed to the client.” On one hand, the cases that decline to
order disclosure of attorney work product reaéon:that since the
primary focus in an advice-of-counsel defense is the client’s state .
.moi—m;ndfkanwattosneyfs—wo;kApsoduG;:ig:ggﬁmseievantm&a%eés—it FYSREI
communicated to the client. See. €.q.,. Mitinol Medical

Iechnologies. Inc. v. AGA Medical Corp., 135 F. Supp. 2d 212, 218

(D. Mass. 2000); Thorn, 837 F. Supp. at 622. Cases to the contrary
reason that because the standards for “admissibility and
discoverability” differ, all evidence “reasonably calculated to
lead to the discovery of admissible evidencef should be disclosed,
including circumstantial evidence in an attofney’s files of
information that might have been communicatedf.to: the client.
‘Dunhall, 994 F. Supp. at 1204 (citing Fed. R. Civ. P. 26(b)(1)).
Such evidence could include information - shedding light on

additional oral advice that may have been given, Matsushita
Electronics Corp. v. Loral Corp., No. 92 Civ. 5461, 1995 WL 527640,

T As noted by the Court in punhall,: uncommunicated work
product is in effect the equivalent of work product generally,
since “communicated work product” would be covered by the attorney-
client privilege. 994 F. Supp. at 1204.
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at *2 (S.D.N.Y. Sept. 7, 1995), or unfavorable information where
the inference can be drawn that it was conveyed to the client,
Electro Scientific Industrieg, Inc. v, General Scapning, Inc., 175
F.R.D. 539, 545 (N.D. Cal, 1997).

In cases where separate and independent opinion counsel rendér

the opinion underlying the advice-of-counsel defense, some courts

have ordered work product disclosure only from that counsel; absent
;ﬁf special circumstances. As explained by the court in AKEVA, “courts
have expressed a concern about allowing a procedure that tempts

attorneys and clients to cook up-an advice opinion based mainly on

e

information.” 243 F. Supp. 2d at 424; accord Duphall, 994 F. Supp.
*} at 1204 (“A narrowly cirocumscribed waiver, at the. discovery stage,
creates a dangef of a defendant utilizing favorable opinion letters
while allowing unfavorable evidence to languish in their attorney’s
files under the protection of the work product doctrine.”}.

Nevertheless, the AKEVA court declined to order full work product

‘disclosure for trial counsel because the deféndants “[were] not
asserting reliance on the opinion of trial attorneys, but only the
opinion of an attorney separately retained for. his opinion.” 243
F. Sﬁﬁp. 2d at 422. The Court explained: .

[TlJhe broad waiver rule requiring full disclosure of
documents, even if they were not given to the client, is
best suited to the situation where the opinion counsel is
trial counsel. In that situation, the opinion counsel
has a dual role in advising the client and, thus, there
is a greater need to make sure the opinion is not tainted
by bias or other influences. . . . To the extent that a
5 A broader waiver of work product protection might also
'é disclose the trial attorney has been orchestrating a sham

opinion with opinion counsel, the Court finds that
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péssibility to be sufficiently remote and more difficult
to orchestrate.

Id., at 424. _

The circumstances of this case are similar to those of RKEVA.
Here, Seagate has separately retained iﬁdepehdent opinion counsel
to render advice on which Seagate'relies as the'basis for its
advice—of—counsel defense. Seagate contends -- and the plaintiffs
do not dispute -- that its trial counsel played no role in
selecting Seagate’s opinion counsel and did not:iﬁfluence éhe

‘drafting of Mr. Sekimura‘s opinions. (Seagate Opp. at 9-10).°

_ ... _Where thepﬁﬂiiwho evidence that trial_ﬂnddnpinioﬁ counsel have

conspiréﬁ to create a “sham opiaiéﬁ” to gain an unfair advantage in

litigation, production of the un-communicated work product of trial
counsel is uﬁwarranted. Compare AKEVA, 243 F. Supp. 2d at 424

(ordering fuli disclosure of privileged communications but not

work product of trial counsel) with K.W, Muth Co. v. Bing-Lear
Manufacturing Group, L.L.C., 219 F.R.D. 554, 577 (E.D. Mich. 2003)

{work product discoverable. where defendant. was ™“less than
forthright” in disclosing oral advice of trial counsel); Electro
Scientific, 17